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UNITED STATES COURT OF APPEALS FOR THE 
DISTRICT OF COLUMBIA 

April Term, 1939 

No. 7441 


BOOTH FISHERIES CORPORATION, 

Appellant, 


vs. 


CONWAY P. COE, 

Commissioner of Patents. 


APPEAL FROM THE DISTRICT COURT OF THE UNITED STATES 
FOR THE DISTRICT OF COLUMBIA. 


Brief and Argument for Appellant, 


JURISDICTION. 

The jurisdiction of the District Court is based on the 
provisions of Section 91 of the Code of the District of 
Columbia, under which that Court is given general juris¬ 
diction as exercised by the other District Courts of the 
United States, and the provisions of Sec. 4915, R. S. 
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(XL S. C. Title 35, Sec. 63). The jurisdiction of this Court 
is founded upon the provisions of Section 26 of the code 
of the District of Columbia. 

STATEMENT OF THE CASE. 

This is a suit against the Commissioner of Patents 
brought under Section 4915, R. S. (U. S. C. Title 35, Sec. 
63). The plaintiff’s bill (R. 68) prayed that the commis¬ 
sioner be authorized to reissue patent No. 1,614,455, dated 
January 18, 1927, to appellant Booth Fisheries Corpora¬ 
tion, the present titleholder by reason of an assignment 
from Atlantic Coast Fisheries Corporation, to whom the 
patent issued as assignee of the inventor, Alexander H. 
Cooke. The application for reissue was made under date 
of July 11, 1936, and was supported by oath of Alexander 
H. Cooke alleging, as required in R. S., Sec. 4916 (U. S. C. 
Title 35, Sec. 64), facts showing mistake and inadvertence 
in failing to include the new claims in the original patent 
(R. 61). The allegations of fact contained in the oath 
w^ere supported by the testimony of three witnesses (R. 
75-91-95). 

The claims proposed to be added to the patent were 
copied from four patents (R. 112) issued 3*4 to 4^ years 
after the date of issuance of the Cooke patent (R. 112) on 
applications filed subsequent to the issuance of the Cooke 
patent. The patents from which the claims in question 
were copied, together with their respective dates of is¬ 
suance and the dates of application therefor, are listed as 
follows: 

Date of 
Application 

June 18,1927 
June 18,1927 
Aug. 12,1929 
Aug. 12,1929 


Inventor 

Birdseye 

Birdseye 

Barry 

Birdseye 


No. of Patent 
1,773,079 
1,773,081 
1,822,121 
1,822,123 


Date of Patent 
Aug. 12,1930 
Aug. 12,1930 
Sept. 8,1931 
Sept. 8,1931 
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The Cooke patent was not cited against any of the above 
applications (R. 113). 

The claims in question fall into two very well defined 
groups. The claims in the first group, numbered 32, 34, 
37 to 44, 52 to 57 and 59, are all broader in scope than any 
of the claims of the original patent. The second group 
consists of claims 46 to 49 and 51, all of which are nar¬ 
rower in scope than certain of the claims of the original 
patent. We desire to emphasize the distinction to be drawn 
between the two groups, since the differences in the legal 
principles applicable thereto are fundamental, and since 
we have encountered great difficulty in obtaining a recog¬ 
nition of that distinction in the tribunals of the Patent 
Office and in the District Court. 

The claims in issue cover a method and apparatus for 
the quick-freezing of foods. 

The disputed questions now before this Court relate to 
the effect, upon the appellant’s right to secure a re-issue 
patent, of the passage of a period of about nine years be¬ 
tween the dates of issuance of the original patent and the 
application for a re-issue patent. So far as this delay is 
significant in a consideration of appellant’s right to the 
broadened claims included in the first group, as listed 
above, the disputed questions may be placed in two cate¬ 
gories: first, whether under the peculiar circumstances of 
this case the delay has any legal significance whatsoever, 
and, second, whether, assuming an affirmative answer to 
the first question, the record establishes “special circum¬ 
stances” excusing the delay and negating the inference 
of laches. 

With respect to the claims listed above as comprising 
the second group, the disputed questions also fall into two 
categories: first, whether these claims are, in fact, nar- 
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rower in scope than those contained in the original patent, 
and, second, whether there is any bar to the re-issue of a 
patent with narrower claims upon an application therefor 
filed at any time during the life of the patent. 

For the purpose of clarifying the issues and for the 
convenience of the Court, we have prepared this brief in 
two sections, discussing separately the problems raised, 
respectively, by the first and second groups of claims. 
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STATEMENT OF POINTS AND SUMMARY 
OF ARGUMENT. 


SECTION 1 OF THE BRIEF. 

I. That the two-year limit, as judicially defined, within 
which an application for reissue with broadened claims 
should be filed does not apply in this case, since the public— 
as to which the rule was made—will not be harmed, but 
will in fact be benefited. 

II. That no rights of the owner of the patents from 
which the proposed claims were copied need be protected, 
since in the testimony there is a prima facie showing that 
the subject matter of the copied claims was fraudulently 
acquired from Cooke. 

III. That if in view of this testimony the reissue be 
granted, the said patentees will not be foreclosed, since an 
interference proceeding would be begun in regular course, 
between the Cooke application and the said patents in 
which the patentees would have full opportunity to estab¬ 
lish any priority rights they might have as against Cooke. 

IV. That the defects in the Cooke patent case arose from 
inadvertence, accident or mistake; we do not rely on the 
failure of the Patent Office to cite the Cooke patent against 
the claims in question or to declare an interference between 
the Cooke patent and the applications for the said patents 
as such inadvertence, accident or mistake. 
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V. That the applicant has shown special circumstances 
excusing the delay in filing the application for reissue. 
Further, that the period of delay should begin not with 
the date of the Cooke patent but with the date of issuance 
of the latest of the patents from which the claims were 
copied, to wit September 8, 1931, making the delay only 
about five years; and, further, that the applicant could 
not have applied for reissue within two years of the date 
of his patent to include the claims in question, since the 
earliest of the patents from which the claims were copied 
did not issue until three and one-half years after the date 
of issue of the Cooke patent. 

VI. That the rule concerning delay in copying claims 
from an issued patent (now defined as limited to one year 
in an amendment to Sec. 4903—U. S. C. title 35, Sec. 51, 
approved August 5, 1939) concerns pending applications— 
either original or divisional—and is not applicable to re¬ 
issue applications. 

VII. The Patent Office tribunals could not agree as to the 
reason for refusing the reissue, and the lower Court handed 
down no written or oral opinion. 

VIII. It is equitable that the reissue should be granted. 

SECTION 2 OP THE BRIEF. 

IX. That claims 46 to 49 and 51 are narrower than claims 
contained in the original Cooke patent, and a reissue is 
proper without regard to lapse of time. 

X. That the claims of the original Cooke patent are 
broad in scope. 

XI. Comparison of the proposed claims with the original 
Cooke claims. 
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SECTION 1 
ARGUMENT. 


The case discussed in Sec. 1 of the brief presents an en¬ 
tirely novel situation; one never before passed on by the 
Courts, and as to which no published decision is con¬ 
trolling. The only cases involving similar facts are Chap¬ 
man v. Beede, 296 Fed. 956; App. D. C. decided by this 
Court, and Ex Parte Hiett, 1907 Com. Dec. 33, 126 0. G. 
1067. The case of Hartshorn v. Saginaw Barrel Co., 119 
U. S. 664, was cited by the Commissioner in the Court be¬ 
low as decisive of this phase of the matter, but we will 
show hereinafter that the case is not parallel. 

The following numbered sections relate to the correspond¬ 
ingly numbered Points and Summary of Argument. 

I. 

The Interest of the Public. 

Throughout the decisions the interest of the public is 
considered paramount in the establishment and enforce¬ 
ment of the rule. In the very early case of Wollensak v. 
Reiher, 115 U. S. 96, 5 Sup. Ct. 1137, the Supreme Court 
discussed the question at length, including the earlier case 
of Miller v. Brass Co., 104 U. S. 350, and said: “In 
reference to reissues made for the purpose of enlarging 
the scope of the patent, the rule of laches should be strictly 
applied, and no one should be relieved who has slept upon 
his rights, and has thus led the public to rely on the 
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implied disclaimer involved in the terms of the original 
patents.” 

In Webster Electric v. Splitdorf, 264 U. S. 463-466, the 
Supreme Court in considering generally the subject of 
delay in applying for reissues said: “but it is no less 
important that the law should not be so loosely construed 
and enforced as to subvert its limitations and bring about 
an undue extension of the patent monopoly against private 
and public rights.” 

From all the decisions it will be observed that the two 
year rule as establishing implied laches is based on the 
theory of intervening rights, either express or implied, 
public or private . 

In Chapman v. Beede, 296 Fed. 956, discussed more in 
detail at another point in this brief, this Court said: 

“It follows, therefore, that Beede’s failure to copy 
these claims within two years from the issuance of 
the Chapman patent could result in no prejudice to 
the public.” 

In the Wollensak v. Reiher case the Supreme Court said: 

“Not to improve such opportunity, under the stimu¬ 
lus of self-interest, with reasonable diligence, con¬ 
stitutes laches which in equity disables the party, 
who seeks to revive a right which he has allowed to 
lie unclaimed, from enforcing it to the detriment of 
those who have, in consequence, been led to act as 
though it were abandoned.” 

The two year limit was fixed by reason of its analogy to 
the statutory two year period for public use, the theory 
being that when a device has been in public use for two 
years, the public has a right to assume that the producer 
has abandoned any patentable protection thereon and from 
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that point the rights of the public intervene. It was a 
short step from that point to a similar construction of 
the reissue statute, the theory of intervening rights domi¬ 
nating both situations. 

In the early case of Mahn v. Harwood, 112 U. S. 354, 5 
Sup. Ct. 174, relied on by the Board of Appeals, the Supreme 
Court again emphasized the fact that the two year rule 
for reissue was laid down in the interest of the public. In 
that case the Court said: (Italics ours.) 

“But there are substantial reasons not applicable 
to these cases (narrowed reissues) why a claim cannot 
be enlarged and made broader after an undue lapse 
of time. The rights of the public here intervene which 
are totally inconsistent with such tardy reissues.” 

After pointing out that the claim of a patent operates 
as a disclaimer as to what is not covered thereby the court 
said: 

“The public has the undoubted right to use and it 
is to be presumed does use what is not specifically 
claimed in the patent. Every day that passes, after 
the issue of the patent, adds to the strength of this 
right and increases the barrier against subsequent 
expansion of the claims by a reissue under a pretense 
of inadvertence and mistake.” 

The Court then went on to say: 

“As before stated, the case is entirely different 
from that of a reissue by reason of a defective specifi¬ 
cation or description, or on account of the claim being 
too broad. In these cases, the public interest is pro¬ 
moted by the change;” 

The purpose of the above discussion is to clarify the 
statement that the two year rule is not applicable in 
this case, because there are no intervening rights either 
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private or public, this for the reason that the subject 
matter of the reissue claims have been in the Birdseye and 
Barry patents of which the public has had notice and as 
to which no intervening rights could attach. 

1 As we have before pointed out the public will not be 
harmed by this reissue because no rights intervened, the 
claims in question not being in the public domain. On 
the contrary the public will benefit, due to the expiration 
of the Cooke patent at least 3 years before the expiration 
of the Birdseye patents. 

The Controverted Subject Matter 
is not hi the PMic Domain. 

In no case ever before considered by the Courts relat¬ 
ing to a broadened reissue applied for more than two 
years after the grant of the original patent, has there 
been a situation in which the reissue, if granted, would not 
take something out of the public domain. The Patent Office, 
as the representative of the public, is charged with the duty 
of protecting the public against invasion of its rights, 
and if the subject-matter of the claims had been in the 
public domain for two years, the Office would, under the 
decisions, be required to protect the rights of the public 
to the enjoyment of the subject-matter that had been so 
acquired by operation of law. However, since the subject- 
matter of the claims has never been in the public domain, 
the public has acquired no rights thereunder and it is 
not lawful for the Patent Office to refuse to grant the 
claims to one who is prima facie entitled thereto. It might 
be said that in a case such as this, the Patent Office has 
no jurisdiction on the ground stated; it has only the duty 
of a discretionary application of the rules of the Office 
as to the form and procedure incident to the grant. 
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The reason for the statement that the subject-matter 
has not been in the public domain is that the claims have 
been at all times in the four issued patents, which said 
patents have been and are being asserted against the pub¬ 
lic. In almost any high grade market one may obtain 
a package of meat, fish or vegetables put out under the 
label of Frosted Foods, Inc., and will find on the package 
a notice of preparation under one or more of the patents 
here in question. This will furnish indisputable proof' 
that the subject matter is not in the public domain. 

II. 

No Private Rights to Be Considered. 

Next in importance are the possible private intervening 
rights of the owner of the patents from which the claims 
in question are copied. Ordinarily, in the case of an original 
or divisional application, it has been considered improper 
to copy claims from an issued patent five years after its 
issue date. However, the practice established by the Su¬ 
preme Court in cases that are discussed under Point VI 
does not apply to reissues and in this case the patentees 
are not entitled to protection for two reasons; first, because 
the Cooke patent sought to be reissued, was issued several 
years before the applications for the patents in question 
were filed, and the patentees had constructive notice that 
the claims granted to them through the oversight of the 
Office were either void or might be taken away from them 
at a later date; and, second, because the patentees are 
without standing in a Court of Equity in view of the prima 
facie showing herein, that the patentees acquired the sub¬ 
ject-matter of the claims by fraud from Cooke. 

As evidence that knowledge on the part of Birdseye 
and Barry, concerning the subject-matter of the broad 
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claims involved herein was acquired directly or indirectly 
from Cooke, we refer to the testimony of Taylor, Cooke 
and Barry, Barry being the patentee of patent No. 1,822,121, 
certain of the claims of which are involved herein. 

From this testimony (R. 91) it appears that Dr. Taylor 
was from 1918 to 1922 Chief Technologist in the U. S. 
Bureau of Fisheries and during that period was intensely 
occupied in the study of quick freezing of fish, his first 
experiments being with a machine obtained from Denmark 
for practicing a method devised by one Ottesen; that in the 
fall of 1923 (R. 93) he was approached by Clarence Birds¬ 
eye who "was attempting to merchandise fish in insulated 
packages and was having trouble. On a visit to New York, 
Dr. Taylor called on Mr. Birdseye and disclosed to him the 
idea of quick freezing, this being the first knowledge thereof 
that Birdseye had received; that shortly thereafter, to-wit, 
in the latter part of 1923, Dr. Taylor entered the employ 
of Atlantic Coast Fisheries Company (R. 93) and, through 
Mr. Cooke, the patentee of the patent here involved, began 
development work toward quick freezing of fish. 

Dr. Barry was also employed by Atlantic Coast Fisheries 
(R. 95) and left its employ to associate himself with Clar¬ 
ence Birdseye. During his employment, and subsequent 
thereto, by reason of friendly contacts with Mr. Cooke, 
Dr. Barry was fully advised of all the proposed develop¬ 
ments in quick freezing that had been suggested by Dr. 
Taylor and Cooke and these he communicated to Mr. Birds¬ 
eye (R. 96). Dr. Barry was aware of and undoubtedly 
saw in operation Cooke’s first machine built in the latter 
part of 1925. 

Dr. Barry admits in his testimony that the claims copied 
from his patent and forming a part of those sought to 
be added by this reissue were not invented by him (R. 98), 
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but were invented by Mr. Cooke; that the application for 
the said Barry patent No. 1,822,121 was signed by him 
several years after leaving the employ of Frosted Foods 
Company (R. 96); the said application was filed August 12, 
1929, nearly four years after Barry had seen the Cooke 
machine. The evidence further shows (R. 99) that Birdseye 
had every opportunity to be equally well informed con¬ 
cerning the Cooke machine, the issuance of the Cooke patent 
and the issuance of the Bureau of Fisheries booklet No. 
1016 in which the Cooke machine is illustrated and de¬ 
scribed. 

Cooke himself testified (R. 88) that he discussed develop¬ 
ments freely with Dr. Barry, this intimacy continuing after 
Barry resigned and became associated with Birdseye. 

This testimony clearly establishes a prima facie case 
that Birdseye and Barry fraudulently acquired the subject- 
matter of the broad claims involved herein from Cooke. 

III. 

Patentees Will Not Be Foreclosed. 

While, as before stated, a prima facie showing has been 
made that Birdseye and Barry acquired the subject-matter 
of the claims in question from Cooke, these patentees and 
their assignees will not be foreclosed by the grant of the 
reissue of the Cooke patent, since in the regular course 
of procedure the Patent Office will, before reissuing the 
Cooke patent, set up an interference with the Birdseye 
and Barry patents to determine which of the respective 
parties is entitled to the contested claims. If, in that inter¬ 
ference, Birdseye and Barry can show that they did not 
acquire the subject-matter from Cooke and were in fact 
prior to Cooke in point of dates, then an award of priority 
to Birdseye and Barry will dispose of the whole matter. 
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It is the foregoing procedure that serves to distinguish 
this case from that of Hartshorn v. Saginaw Barrel Co., 
119 U. S. 664, strongly relied on by the attorney for the 
Commissioner, in the Court below. In that case the patents 
of two patentees, Hartshorn and Campbell, were surren¬ 
dered some six or seven years after issue alleging that 
there had been a mistake; that while the broad claim was 
in the Hartshorn patent, it should have been in the Camp¬ 
bell patent. The reissues were granted on those statements 
of fact and later when the Campbell patent came before 
the Supreme Court it was declared to be void. The Court 
disposed of the argument that the public would not be 
harmed, since the claim was at all times in Hartshorn’s 
patent, by calling attention to the fact that this was not 
true, since when the claim was in the Hartshorn patent, it 
was a false claim; that is, his patent would have failed if 
its validity was questioned and the facts became known. 

That is not true in this case. "We do not know and the 
Courts do not know whether Birdseye and Barry are or 
are not entitled to the claims and it can be determined only 
by the procedure which we have suggested; that is, the 
tentative grant of the reissue petition with the ultimate 
determination by an interference proceeding as to who 
is entitled to the claims. If this right is denied, the public 
is in the difficult position of not knowing whether the Birds¬ 
eye and Barry patents are valid or whether the claims 
are void, because of anticipation by Cooke. 

If, as in the Hartshorn case, Birdseye should come into 
Court and admit that he was not entitled to the claims and 
that they belonged to Cooke, the situation would be parallel 
to that passed on by the Supreme Court. On the contrary, 
the assignee of the Birdseye and Barry patents have brought 
suit for infringement against the appellant, Booth Fisheries 
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Corporation, in the District of Delaware and have asserted 
some if not all of the claims involved herein. 

In effect, the grant of the prayer in this case will be 
merely to restore the parties to their status of ten years 
ago and to undo as far as possible the effects of the tragic 
oversight by the Patent Office of the Cooke patent in the 
treatment of the Birdseye and Barry applications for 
patent. 


IV. 

Inadvertence, Accident or Mistake. 

The inadvertence, accident or mistake (hereinafter con¬ 
tracted to the word “mistake”), contemplated by the Stat¬ 
ute is that mistake which took place at the time the applica¬ 
tion for the patent in question was filed or prosecuted and 
in order to properly judge the presence or absence 
of such mistake, it is necessary to place the mind in condi¬ 
tion to understand the situation as it existed, in this 
instance, in 1925. It is easy, as the result of after-acquired 
knowledge, to say that Cooke’s attorney should have drawn 
such claims as those which were involved herein and 
which claims incidentally did not appear in the applications 
for the patents until after the General Foods Corporation, 
the present holder, had paid a vast sum of money for the 
patents. It is easy to say, in view of the enormous im¬ 
portance of the subject-matter at the present time, that 
Cooke should have been more alert and should not have 
relied on his attorney. 

The testimony and exhibits herein show that in 1925 the 
subject of quick freezing was hardly known (see deposition 
of Harden F. Taylor, R. 91). It had been developed in 
Europe to a certain extent by Ottesen and some develop- 
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ment had taken place in this country on the basis of the 
Ottesen method. The record shows that Cooke conceived 
the essentials that form the basis for the claims in question 
and built a machine for carrying out the principle, thus 
making it possible for Barry to acquire this information, 
Barry in turn communicating it to Birdseye. This in¬ 
formation later formed the basis for the broad claims in¬ 
volved herein, first made in the Birdseye applications for 
patents nearly three years after the Cooke patent had 
issued. If we go back to 1925 and close our minds to the 
developments of the past fifteen years, it is difficult to see 
how Cooke can be charged with anything other than mis¬ 
take, in not claiming all he was entitled to claim. 

The delay in discovering this mistake is not difficult 
to account for. A prima facie showing is made in the 
reissue oath and in addition the president of the original 
assignee, Atlantic Coast Fisheries Company, was called as 
a witness. Mr. Taylor testified (R. 94) that the matter 
of conflict between Birdseye and Cooke inventions did not 
come to his attention and that if he had been informed 
as to the state of facts, presumably he would have acted. 
It was only after the patent had been acquired by the 
present owner, Booth Fisheries Corporation, that the short¬ 
comings of the patent were noted and the application for 
reissue was filed promptly thereafter. 

To hold Cooke and his assignee to a strict rule of dili¬ 
gence when the facts are such as those in this case would 
be analogous to a case where a trespasser cut down and 
removed half of the trees in the owner’s forest and since 
the owner did not discover his loss for several years, the 
intruder would be given the right to cut down and remove 
the remainder of the trees. 
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We contend that a different rule of diligence is applicable 
in this case than that which is ordinarily applied in reissue 
applications. 

There has been throughout the case the allegation that 
we are relying on the failure of the Patent Office to cite 
the Cooke patent as the inadvertence, accident or mistake 
called for by the Statute. This is incorrect. We do say 
that the Patent Office made a mistake which was costly 
and inexcusable in that they did not cite the Cooke patent 
against any of the Birdseye and Barry patents that were 
pending during a period of several years; but that is not the 
mistake contemplated by the Statute. 

V. 

Applicant Has Shown Special Circumstances. 

Certain special circumstances excusing the delay in filing 
the application for reissue are recited in applicant’s oath 
(R. 61). However, it is realized that since Cooke parted 
with title to the patent prior to the issue date, the delay 
during the critical time must be accounted for by the title 
owmer, Atlantic Coast Fisheries Corporation. 

Accordingly the president of that Corporation, Mr. Har¬ 
den F. Taylor, was called as a witness. On inquiry as 
to why an application for reissue of the Cooke patent was 
not earlier filed, Mr. Taylor said (R. 94) that he did not 
know of the conflict between the Birdseye and Cooke pat¬ 
ents; that if the matter had come to his attention, pre¬ 
sumably he "would have taken steps toward reissue of the 
Cooke patent. 

Mr. Cooke, Vice President of the Corporation stated in 
his oath (R. 61) that he did not know of the shortcomings 
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of his patent until about 30 days before executing the 
oath. 

i It is impossible to justly decide a case such as this without 
giving effect to the fact that laymen do not understand 
or appreciate the importance of claims as defining what is 
covered by a patent. They look at structures and draw 
their conclusions from comparisons of structures. Harden 
Taylor and Cooke knew of the Birdseye and Barry struc¬ 
tures; knew that they were different in detail from the 
i Cooke structure; knew that Cooke was several years earlier 
in point of time than Birdseye, and knew that Barry and 
indirectly Birdseye, had full knowledge of the Cooke designs 
for several years before the filing of the applications for 
their patents. It never occurred to them nor would it have 
occurred to anv other lavman that Birdseve and Barry 
would or could secure the allowance of claims in their 
applications that would dominate and actually prevent the 
use of the Cooke structure. While the law charges the 
individual with constructive notice of the issuance of a 
patent and with consequent knowledge of the scope of the 
claims of the patent, this notice and knowledge can, as 
shown in this case, be offset by a showing of the actual 
facts to the contrary. 

Furthermore, it is somewhat absurd to insist that Cooke 
! should have copied the claims from the patents in question 
i in a reissue application within two years from the date 
of his patent, when the said patents had not issued until 3 1 /* 
or years after the date of his patent. Thus, we insist 
that the delay chargeable to Cooke’s assignee should not 
begin to be effective until the dates of issue of the Birdseye 
and Barry patents, which were August 12, 1930, and Sep¬ 
tember 8, 1931. The application for this reissue was made 
July 11, 1936, less than five years after the date of the 
latest of said patents. 


19 


VI. 

Copying Claims from Issued Patent. 

The rule relating to copying claims from an issued patent 
concerns pending applications in which the term of seven¬ 
teen years begins to run after the patent issues—not reissue 
applications in which the term runs from the original issue 
date of the patent. 

Obviously Chapman and Chap-man v. Wintroath, 252 
U. S. 126, is not an authority and neither is Webster v. 
Splitdorf, 264 U. S. 463, these being the only pertinent 
Supreme Court cases on the question of copying claims 
from an issued patent. Those cases and others of lower 
tribunals relating to the same subject have to do only 
with pending applications , either original or divisional, 
where the isuance of a patent as the result of the applica¬ 
tion, with the copied claims therein, would result in ex¬ 
tending the patent monopoly. Obviously such cases are 
not an authority in a situation such as this where a reissue 
is involved, the allowance of which with the copied claims 
would result in shortening the length of the monopoly. 

The following cases have been considered: 

Barrett v. Hart, 256 0. G. 224. 

Kane v. Podlesak, 255 0. G. 609. 

Roivntree v. Sloan, 1916 C. D. 192. 

In Re Fritts, 1916 C. D. 188. 

Hanson, 261 0. G. 201. 

Wells & Hunter v. Honigan, 1920 C. D. 242. 

Re pi ogle v. Kirby, 284 0. G. 380. 

Ferranti v. Harmatta, 273 Fed. 357. 

Ransdall v. Johns, 273 Fed. 365. 

In Re Nathan, 279 Fed. 925. 
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Wahl v. Main, 303 0. G. 398. 

Leonard v. Evarett, 304 O. G. 232. 

Winslow, 329 0. G. 800. 

Lee v. Vreeland, 317 0. G. 233. 

TFefester v. Splitdorf, 264 U. S. 463. 

Keith v. Land, 331 0. G. 226. 

Carson v. American, 4 Fed. 2d 463. 

O'Brien v. Bonelli , 18 Fed. 2d 190. 

Westingliouse v. Jeffrey, 22 Fed. 2d 277. 

Wagenhorst v. Hydraulic, 27 Fed. 2d 27. 

Starr, 24 Pat. Q. 90. 

In every one of the above cases the question involved 
was the propriety of permitting claims to be copied from 
an issued patent into a pending application—either orig¬ 
inal or divisional, and where, if successful in the subse¬ 
quent interference, the monopoly would be extended. 

In that connection we refer to the recent case of Crown 
Cork and Seal v. Gutman, 304 U. S. 158, which seems to in¬ 
dicate a strong tendency toward liberalizing of the attitude 
of the Court. In that case Warth applied for a patent 
in January, 1927, the patent issuing in January 1931; 
he applied for a second patent as a division of the first 
in November, 1930, which -was issued. Johnson applied 
for a patent in 1929, which was issued in April, 1932. 
In April, 1933, Warth filed another divisional applica¬ 
tion of his original application which he filed back in 
1927 and -which had issued in 1931, in which late divisional 
application Warth copied the Johnson claims, the John¬ 
son patent having issued a year earlier. This was ap¬ 
proved by the Supreme Court (with a dissent by Mr. Jus¬ 
tice Black), although the monopoly would be extended 
many years by reason of Warth’s delay. 

If the same reasoning employed by the Court is applied 
here there should be not the least question concerning 
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the justice of our position. Furthermore, in our case 
there is no prolongation of the monopoly. Under that 
decision, if Cooke had filed a divisional application rather 
than an application for reissue, it would be approved, 
although the monopoly would be extended many years. 
The controlling element in determining laches according 
to the Supreme Court is that of intervening rights and we 
have heretofore shown (under Point I) that none are pres¬ 
ent in this case, either public or private, thus bringing this 
case squarely within the reasoning of the case under 
discussion. 

The fact that the claims now in issue were copied from 
issued patents is entirely unimportant; claims of the same 
scope might have been drawn and submitted without involv¬ 
ing the question of copying claims from issued patents. 
Under the Patent Office practice the patents to Birdseye 
and Barry could not have been cited against such claims, 
since their filing dates are more than two years subsequent 
to the filing date of the original Cooke patent. We pre¬ 
ferred, however, to copy such claims in order that when 
and if the reissue petition was granted an interference 
might be instituted with the said Birdseye and Barry 
patents. 


VII. 

Decisions of Lower Tribunals. 

The lower tribunals agreed on only one point; that is, 
that the reissue should be refused; they did not agree on 
the reason why it should be refused. 

The Primary Examiner’s reason for refusal (Rec. 64) 
was “It is the delay in copying the claims which is the 
basis of the rejection”. (He entirely disregards the nar¬ 
rower claims.) . . 
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The Board of Appeals, in its decision (Rec. 65) bases its 
refusal on Malm v. Harwood, 112 U. S. 354, ignoring the 
matters that clearly distinguish this over the early Su¬ 
preme Court case. 

The lower Court wrote no opinion, contenting itself 
with entering the findings of fact and conclusions of law 
prepared and submitted by Counsel for the Commissioner. 

Thus in none of the three lower tribunals has there 
been an indication of a willingness to meet the issue 
squarely. It is unfortunate that in the bare statement of 
the case, the facts tend to predispose the tribunal against 
the petitioner, since in such a statement the facts that dis¬ 
tinguish the case from earlier cases cannot be emphasized. 
Thus the petitioner must overcome an unconscious opposi¬ 
tion from the very beginning. 

VIII. 

It Is Equitable to Grant the Reissue. 

The principle laid down in Chapman v. Beede decided by 
this Court, 296 Fed. Reporter 956, if followed herein, is 
determinative hereof. The facts in the cited case are as 
follows: Beede filed his application in November, 1914, 
Chapman filed in November, 1916 and his patent issued in 
January, 1918, while Beede’s application was still pending. 
In December, 1920 Beede copied the claims in issue from 
the Chapman patent, this being nearly three years after 
the issuance of the patent. It was held that the Beede 
application disclosed and claimed the subject matter of 
the claims in issue, even before the filing of the Chapman 
application. Whether the scope of the claims in the Beede 
application was the same as that of the copied claims ap¬ 
pears to be somewhat in doubt, although the Assistant 
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Commissioner held that they were of substantially the 
same scope. Obviously, an interference should have been 
declared. On this point the Court of Appeals said: (em¬ 
phasis ours) 

“The issuance of a patent to Chapman was an in¬ 
advertence in no way chargeable to Beede. If an 
interference is not now sustainable, Beede’s patent 
later will issue in due course with claims commen¬ 
surate with and anticipating the claims in the Chap¬ 
man patent, and the courts will be deprived of the as¬ 
sistance of the Patent Office in the determination of the 
question of priority. It follow’s, therefore, that Beede’s 
failure to copy these claims within two years from 
the issuance of the Chapman patent could result in 
no prejudice to the public, because irrespective of this 
interference, his earlier application, w T ould have ma¬ 
tured into a patent carrying claims of the same scope. 
An application of the equitable principle or maxim 
that courts view as done what ought to have been done, 
demonstrates that Beede, in the circumstances of this 
case, should not be deprived of an opportunity to have 
the question of priority determined.” 

The Court then proceeded to determine w’hether the 
invention as represented by the counts in issue w’as dis¬ 
closed and claimed in the Beede application as filed and 
found affirmatively, brushing away narrowdng limitations 
that would tend to indicate no intention to claim the broad 
subject-matter of the copied claims. 

The decision is of importance here, because it emphasizes 
first, the interest of the public as opposed to an exten¬ 
sion of the life of the grant, second, the importance to 
the public of a determination by the Office of the question 
of priority, and, third, the responsibility of the Office 
where the interest of the public is not endangered, to 
accord to an applicant an opportunity to contest priority 
that w’as denied him by reason of its negligence. 
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Regarding the second point, that of the interest of the 
public in a determination of the question of priority, the 
thought may suggest itself to this tribunal that the in¬ 
terest of the public would best be served by refusing the 
reissue and assuming that because of its earlier date, the 
Cooke patent will stand as an anticipation or invalidation 
of the broad claims in issue, thereby effecting a reversion 
of such claims to the public domain. This issue could 
not be finally determined except as a result of an interfer¬ 
ence between the Cooke application and the Birdseye 
patents, in which the patentees of the Birdseye patents 
would have full opportunity to show, if they could, that 
they were the prior inventors. If the reissue is not granted 
and no determination of priority by the Patent Office is 
made, then the public is in no position to know whether 
the Birdseye claims are valid or whether they are an¬ 
ticipated by the Cooke patent. Thus the public is injured, 
first l>ecause it is in doubt as to whether or not the claims 
are valid, and, second, because if the claims were improp¬ 
erly granted to Birdseye and are transferred to the Cooke 
patent, the public will gain several years in freedom from 
the patent monopoly, due to the earlier expiration of the 
Cooke patent. 

As the matter now stands, the Cooke patent is a clear 
anticipation of all the broad claims of the various Birds¬ 
eye and Barry patents; and yet the public docs not know 
whether Birdseye and Barry may be able to establish 
priority over Cooke; if they can do so, then said claims 
are valid—if they cannot, then the public will be free from 
the monopoly indicated by said claims. True, a member 
of the public might proceed to infringe the said claims, 
invite suit and put the patentees to proof that they ante¬ 
date Cooke, but this cannot be done without a large invest¬ 
ment by the alleged infringer and a large expense for 
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litigation and there is little chance of such procedure. 
Further, if the reissue is granted and the controverted 
claims are won by Cooke, the public will acquire the bene¬ 
fit thereof at least 3^ years earlier than if they remained 
in the original grantees. Still further, if a Court should, 
in case of the grant to Cooke of the claims in issue, hold 
that the reissue was unwarranted, then the subject-matter 
would not revert to Birdseye, but to the public. 


SECTION 2 
ARGUMENT. 


Among the claims included in the Petition for reissue of 
the Cooke patent were many that were very broad and 
comprehensive in their scope and, in fact, much broader 
than any claims originally included in the Cooke patent. 
In the prosecution of the application before the Primary 
Examiner, the Board of Appeals and the Court below, coun¬ 
sel has encountered great difficulty in holding the attention 
of the different tribunals to the fact that while manv of 
the claims were, as stated, much broader than any con¬ 
tained in the original Cooke patent, yet certain of the 
claims were narrower than those contained in the original 
patent, as to which narrower claims there should be no 
valid objection to their inclusion in a reissue of the Cooke 
patent. It was only by a petition for rehearing and re¬ 
consideration before the Board of Appeals that its atten¬ 
tion could be directed to such narrower claims, and then 
the consideration there given (R. 66) was obviously colored 
by its pronounced antipathy to the reissue with the broader 




26 


claims. For the above reason we have divided the brief 
and argument into two sections, hoping thereby to direct 
the attention of the Court to the fact that such claims are 
narrower than those originally contained in the Cooke 
patent and that, therefore, there is no valid objection in 
law to the reissue as to such claims. 

' Although the matter was presented in full to the lower 
Court the question of the right of reissue on the narrowed 
claims was not considered, at least so far as any Findings 
of Fact and Conclusions of Law are concerned. There is, 
therefore, no Finding of Fact or Conclusion of Law bear¬ 
ing on the question of the scope of the five claims which 
we now discuss;—whether they are broader or narrower 
than the original claims of the Cooke patent or whether, 
if narrower, the applicant is entitled to a reissue. A re¬ 
quest for such a finding was refused. 

The inquiry that naturally arises is why, if the claims 

now in issue are narrower than those alreadv contained 

* 

in the Cooke patent, should the applicant want them. When 
the facts are known the answer is obvious. The Cooke 
patent is the basis of a suit pending in the District of 
Delaware entitled Booth Fisheries Corporation v. General 
Foods Corporation , et al. , Equity No. 1267, in which the 
broad claims of the Cooke patent are relied on. The de¬ 
fendants have set up certain prior art which is alleged 
to anticipate the said broad claims. If at the trial the 
Court should find that such claims are invalid because 
too broad, then the applicant would he without the pro¬ 
tection of narrower claims, such as represented by those 
here in issue. 

A case in which the facts were very similar was that of 
Van Kannel v. Win ton Hotel , 276 Fed. 234, in which the 
Court of Appeals of the Sixth Circuit approved the re¬ 
issue of a patent eleven years after its date, the reissue 
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having been applied for after a Court had held the original 
patent to be invalid, and that certain of the claims added 
by the reissue were narrower than those of the original 
patent. 

IX. 

Scope of narrow claims and comparisons thereof. 

We have shown under point XI that each of the five 
claims now in issue is narrower than claims contained in 
the original Cooke patent. Such being the case, the law 
seems well settled that a reissue to include such narrower 
claims may properly be made at any time, if a good reason 
therefor is shown. We doubt whether citation of cases is 
necessary on this point, although in Mahn v. Harwood, 112, 
U. S. 354 it was said, 

“Lapse of time may be of small consequence on an 
application for the reissue of a patent on account of 
a defective specification or description, or where the 
original claim is too broad.” 

Other cases involving long delay where the patent was 
reissued with narrowed claims and approved by the Courts 
are: 

Rosemary v. Halifax Cotton Mills, 228 Fed. 683 
(16 years). 

Earles v. Drake Mfg., 300 Fed. 265. 

Steiner v. Tabor Sash, 178 Fed. 831 (12 years). 

Shipman v. Frank, 237 Fed. 395 (10 years). 

Specialty Machine v. Ashcroft Mfg., 213 Fed. 35. 

The reason why an application for reissue with narrowed 
claims was not earlier filed will appear from the record in 
this case. 

The Cooke patent was held by Atlantic Coast Fisheries 
Company for a number of years after its issue and no ques- 
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tion concerning the scope or validity of the patent had come 
to the attention of the President of that Company. His 
testimony (Rec. 94) brings out the stated fact and also 
the fact that presumably he would have taken steps to re¬ 
issue the patent if the matter had come to his attention. 
It was only after the patent had been acquired by the 
! present owner, Booth Fisheries Corporation, with the ob¬ 
ject of asserting it against General Foods Corporation that 
the shortcomings of the patent were noted, immediately 
following which the application for reissue was filed. The 
' patentee’s oath (Rec. 63) asserts that he was not aware 
' of the shortcomings of his patent until within thirty days 
prior to the date of filing of the application for reissue. 

Furthermore, the patentee is Vice President of Atlantic 
Coast Fisheries Company (R. 75) the original holder of 
the patent, and his statement may be taken as the state¬ 
ment of the company. 

Laches Not Presumed. 

In the reissue of a patent where the claims are nar¬ 
rowed, laches is not presumed, and the delay to be ac¬ 
counted for is only that which follows a knowledge or 
belief that the patent is insufficient. In the Edison patent 
on what is now the present moving picture projector, the 
original patent was issued in 1897. It was reissued in 1902. 
In 1907 certain of the claims were held to be invalid and in 
a subsequent suit a preliminary injunction was refused be¬ 
cause of failure to file a disclaimer. Then in May, 1911, 
fourteen years after the issue of the patent, the second 
reissue was granted. Motion Picture Patents v. Lacmmle, 
214 Fed. 787. In the Van Kamnel v. Winton Hotel case, 276, 
Fed. 234, previously discussed, the Court held that the 
owner of the patent was not charged with the duty of ap¬ 
plying for a reissue with narrowed claims until the Court 
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liad passed on the claims in the original patent and held 
them invalid. In the case of Shipman v. Frank, 237 Fed. 
295, it was said that knowledge that a claim is too broad 
is necessary before action is required. 

No Intervening Rights. 

The question of intervening rights seldom arises where 
the claims are narrowed. In Diamond Drill v. Mitchell, 
269, Fed. 261 the Court said, 

“Some courts have intimated that lapse of time may 
be of small consequence on an application for reissue 
where its effect is to restrict the original claims, but 
there is no room for the distinction (between narrow¬ 
ing and enlarging) in cases where other inventors, 
relying upon the state of the art, have patented and 
placed upon the market, devices which would infringe 
the reissue patent, although free from the original.” 

That situation is not present here; the development in 
the art represented by patents such as those of Birdseye 
and Hall, applied for and issued several years subsequent 
to the filing date of the Cooke patent, show structures that 
infringe the original Cooke claims without doubt. This is 
asserted in the suit heretofore identified and the plaintiff 
in the suit (the applicant here) has no knowledge that such 
claims are invalid. Of course, under the rule of the Van 
Kannel v. Winton Hotel case, the applicant would be en¬ 
titled to wait until the conclusion of the said suit before 
filing an application for reissue in the event that the 
broad claims were held invalid. However, even though 
a reissue was granted thereafter, it would seem that appli¬ 
cant’s cause of action against the present infringer would 
be exhausted. 

The question of private intervening rights that might 
be asserted by the holders of the Birdseye and Barry 
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patents from which the five claims in issue "were copied 
is disposed of by a prima facie showing that the said 
Birdseye and Barry acquired the subject matter of the 
claims from Cooke and were thus fraudulently in posses¬ 
sion of the claims. 


X. 

1 In the foregoing discussion we have assumed, and will 
now proceed to show that the claims of the Cooke patent 
are broad and comprehensive in scope. Claims 1, 2, 7, 8, 
14,16,17,19, 20, 24 and 26 to 30 are all of this type. Claim 
1 of the said original patent is as follows: 

1. A refrigerating device having a series of double- 
walled containers, said containers arranged so that the 
bottom of one container forms the cover for the next 
lower container, and means for circulating a refrigerat¬ 
ing medium between the walls of each container. 

The structure shown in the drawings is that of a series 
of hollow, concavo-convex plates, the depressions in the 
top of one plate being matched by the projections on the 
bottom of a superposed plate. Each of these plates is 
mounted for independent movement on hollow arms 
through which a refrigerating brine is delivered to and 
from the hollow plates. 

A study of the specification of the Cooke patent (Rec. 
5) fails to indicate whether the “container” referred to 
in the claim is intended to mean a container for brine in 
circulation, which would relate to the entire hollow plate, 
or to mean the surface of the plate as a container for the 
product to be frozen. 

Whatever the intention of the specification writer, he 
consistently referred to the plates throughout the speci- 
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fication and claims as “containers” and “covers”. No 
other term was used nor is there in the file history of the 
original Cooke patent any term used other than the word 
“container” for identifying the hollow plates. 

That Cooke himself had no thought of limiting his in¬ 
vention to a dish-like casting is evident from the drawing 
of the first form that he suggested being Exhibit 1 (Rec. 
77). This illustrates a series of pairs of flat, hollow plates, 
one being stationary and the other movable through a 
hydraulic cylinder and piston. In order to confine a slip¬ 
pery product such as fish or fish fillets, he provided a series 
of frames that rested by gravity on the lower plate, to¬ 
gether with a follower to be actuated by the upper plate 
or cover for compressing the product within the frame. 
Cooke’s objection to this structure was that there might 
be unequal pressure contact (Rec. 83) at different points 
on the area of the plates, which were 3x5 feet in size. 
For that reason he designed his structure shown in his 
patent in which the plates were trunnioned at a central 
point. This insured that if a greater quantity of the prod¬ 
uct was supplied to one side than the other, the pressure 
on the two sides would be substantially equal. 

Since the demand at that time (1925) was for ten pound 
blocks of frozen fish, he designed two forms of apparatus 
in which that particular size of block could be produced; 
one consisting of flat plates on which a frame was placed 
that would contain ten pounds of fish and the other plates 
in which a permanent cavity was provided. 

The word “container” as used in the claims of the 
Cooke patent must be given a meaning that corresponds 
with the inherent capacity of the disclosed structure. 
The word “container” as a noun has a multitude of 
meanings, each peculiar to the character or nature of 
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the material or substance that is being handled or 
stored; for example, when speaking of a container for 
fresh milk, one has a mental picture of a milk bottle; a 
container for breakfast food brings to mind a pasteboard 
box; a glass bowl may be said to be a container for sugar; 
a book case may be a container for books; a layer cake 
may be said to be contained on a shallow plate; a flat top 
desk may be said to contain writing implements, books, 
papers, etc. Other uses of the word involve its associa¬ 
tion with compounds, such as salt or sugar, which are 
said to contain a certain percentage of water; the atmos¬ 
phere containing oxygen and nitrogen, etc. 

In other words, the word “container” is a broad term 
that is directly related to the character of the material 
that is to be “contained”. If a liquid or semi-liquid sub¬ 
stance is in contemplation, it is obvious that provision 
must be made for restraining the material from escaping, 
although this is not completely true in the case of a 
griddle or waffle iron on which griddle cakes or waffles are 
baked. The griddle may properly be said to be a container 
for the semi-fluid batter that is- poured thereon and yet 
there are no side or lateral walls for restraining the batter. 

In the case of the Cooke patent, if a liquid had been 
in contemplation, it would unquestionably call for a con¬ 
struction of the term “container” such as that shown in 
the drawings; that is, a concave receptacle, the floor of 
which is bounded by four side walls. However, it should 
be borne in mind that Cooke discussed an apparatus par¬ 
ticularly intended for the refrigeration of food and food 
products, fish being only one of many of such products 
that might be treated. It may readily be assumed, there¬ 
fore, that while some of the food products would require 
no side walls, such products being in the form of solids, 
others thereof that he may have had in mind were of 
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liquid and semi-liquid form. The apparatus, therefore, 
was constructed to adapt itself to the freezing of all 
forms of food products, either liquid or solid. When freez¬ 
ing solid products, the side walls had no function, the 
floor of one section and the bottom of an upper section, 
acting as a cover, constituting two hollow, flat plates, 
the food product being adapted to be contained and held 
under pressure between the plates. 

Assuming for the purpose of argument that a supposed 
infringer should build a duplicate of the Cooke machine 
and should, in operation, place a small fillet of fish in the 
exact center of one of the spaces shown in Fig. 3, the edges 
of the fillets being completely remote from the side walls, 
and then operated the machine for freezing the said fillet. 
Would this be an avoidance of the patent? Certainly the 
side walls would not be utilized in any way and if the 
claims are limited to a “container” in w’hich there are side 
walls, then an operation such as described would not utilize 
the function of the “container”. The mere suggestion of 
the question furnishes the answer. The container in the 
described case is the flat plate. 

Reversely, supposing an infringer should build a dupli¬ 
cate of the Cooke machine, but should omit the side walls 
from the refrigerating plates and should proceed to freeze 
fish fillets therebetween, is it reasonable to assume that 
infringement would be avoided on the ground that he 
did not have a “container”, merely because he did not 
have side walls for which he had no use? 

Further, let us assume that the supposed infringer of 
the preceding paragraph, having built a duplicate of the 
Cooke machine without side walls on the bottom plate, 
should wish to freeze food products such as shelled peas 
or beans, raspberries or blueberries, what would he do 
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' about it? Would he apply some temporary side walls to 
i the plate in order to restrain the material from escaping 
or would he merely provide a package or packages within 
which the unstable solid product would be confined during 
the freezing process? Would he not in that case be sub- 
! stituting temporary restraining side walls for the per¬ 
manent side walls of the Cooke patent? Where small size 
or individual packages are to be produced, the apparatus 
used in confining the product between side walls that con¬ 
stitute a part of the package would correspond to an 
apparatus in which the freezing plate was divided into a 
number of compartments, each having side walls and of 
i a size to receive a predetermined quantity of the product 
i to be frozen. This is suggested in the Cooke patent in 
the division of the plate into two compartments. How- 
1 ever, if a machine is to be used for freezing all sorts of 
food products, in which the packages must necessarily be 
i of different sizes and shapes, it is found to be much more 
1 convenient to provide side walls, as a part of the package 
rather than as a part of the machine, in which latter case 
it would compel a different machine for each product that 
is to be frozen. 


XI. 

The five claims now under discussion arc for conveni¬ 
ence reproduced as follows (R. 14): Certain elements con¬ 
stituting limitations not found in any of the broad claims 
of the original Cooke patent, are italicized. 

46. Apparatus for quick freezing food products com¬ 
prising a number of parallel heat conductive plates ar¬ 
ranged in vertical series, and positively acting means for 
lifting the superposed plates of the series to permit the 
introduction of products to be frozen therebetween, said 


35 


means being operative to release the superposed plates so 
that they may rest freely upon the interposed product, thus 
subjecting the same to a pressure of limited amount. 

47. Apparatus for freezing food products, comprising 
a stationary hollow heat conductive plate for supporting 
the product to be frozen, brine circulating connections for 
said plate, a cooperating hollow heat conductive plate 
movably mounted above and in vertical alignment with said 
first plate, a brine circulating system operatively connected 
to said second plate in all positions thereof, means for 
moving said second plate vertically with relation to said 
first plate to accommodate and compress between said 
plates products of varied thicknesses, and means, such as 
counterweights connected to said plate at symmetrically 
disposed points, for regulating the pressure exerted by said 
second plate on the product engaged between the two 
plates. 

48. Refrigeration apparatus for food products, com¬ 
prising a stationary supporting plate for the product to be 
frozen, a cooperating heat conductive plate movable verti¬ 
cally above the supporting plate and arranged to rest by 
gravity upon the product supported thereby, means for 
limiting the pressure of engagement, and means for cir¬ 
culating a cooling medium through said movable plate in 
all positions thereof. 

49. Refrigeration apparatus for food products, com¬ 
prising a pair of cooperating heat conductive members 
similarly shaped and mounted for relative vertical move¬ 
ment to engage and press between them products of various 
dimensions, means for limiting the pressure of engage¬ 
ment to an amount less than the weight of the uppermost 
member, and a circulating system for cooling medium 
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operatively connected to said member in all positions 
thereof. 

51. Refrigeration apparatus for food products, com¬ 
prising cooperating heat conductive plates mounted in 
vertical alignment with each other and having parallel 
brine passages therein, independent brine connections com¬ 
municating at similar locations with the respective plates 
and arranged to permit the relative movement thereof, 
the plates normally approaching each other in a manner 
adapted to press a product therebetween with a predeter¬ 
mined pressure, and means for separating the plates. 

For ease of comparison, we likewise reproduce claim 1 
of the Cooke patent and have substituted the word “mem¬ 
ber ’ ’ for the word “container” wherever it occurs in the 
claim. 

1. A refrigerating device having a series of double- 
walled members, said members arranged so that the 
bottom of one member forms the cover for the next lower 
member, and means for circulating a refrigerating 
medium between the walls of each member. 

When so understood it will be seen that the claims call for 
two or more relatively movable hollow members having 
brine connections thereto. There is no limitation as to 
whether the plates shall be in vertical series or horizontal 
series, no limitation as to means for lifting; no limitation 
as to pressure of weights, etc. 

Taking claim 46, for example, it will be noted that the 
claim calls for heat conductive plates arranged in vertical 
series; further that there shall be provided positive act¬ 
ing means for lifiting the superposed plates; further that 
said means be operative to release the superposed plates 
so that they may rest freely upon the interposed product, 



37 


thus subjecting the product to the pressure of a limited 
amount. 

Certainly claim 1 contains none of these limitations. 

Taking claim 48, for example, it calls for a stationary 
supporting plate; next a cooperating plate movable verti¬ 
cally above the supporting plate; further the claim calls 
for means for limiting the pressure of engagement and 
means for circulating a cooling medium through the said 
movable plates in all positions thereof. 

No one of these limitations is found in said claim 1 and 
it is difficult to understand how it could be maintained that 
the quoted claims arc not more limited than the claims 
of the original patent. 

In the case of Fox Typewriter v. Corona, 282 Fed. 502- 
506 a reissued claim was alleged to be narrower than an 
original claim whereas in fact while the claim contained 
a narrowing limitation it was broader in another sense. 
That cannot be said of this case; the claims in issue con¬ 
tain all that is contained in the original broad claims and 
it cannot be successfully maintained that the proposed 
claims are broader in any sense. It is inconceivable, in 
view of the evidence, that Cooke had a conception of noth¬ 
ing more than a dished out casting, particularly when one 
of his designs was that of a series of flat plates, and par¬ 
ticularly also in view of the uncertainly whether the attor¬ 
ney’s use of the term “container” may not have been in¬ 
tended to relate to the casting as a “container” for brine. 

We doubt whether a better example of “inadvertence, 
accident, or mistake” could be provided than is indicated 
by the foregoing. Certainly the lack of clarity as to what 
was intended by the use of the term “container” would 
warrant a reissue if for no other purpose than to clear up 
this point. 
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In this instance the real mistake consists in the failure 
to use some equivalent or more comprehensive term than 
the word “container.’’ Certainly there was no prior art 
available in 1925 that made it necessary to confine the 
claims to a structure in which the plates had recesses in 
them and no such art was cited either in the original prose¬ 
cution or in the prosecution of the reissue application. 
Thus Cooke was not limited by the art to the use of a term 
such as a “container” and it can only be reasonably as¬ 
sumed that the term was used because of the limited vo¬ 
cabulary of the attorney. Apparently both the attorney and 
the Patent Office considered “container” as a generic term 
for the hollow plate. 

It has long been the custom of good specification writers, 
where a term is used in the claim, to qualify the term in the 
specification by a statement as to equivalents. Not only 
was this omitted but the time-honored statement preced¬ 
ing the claims was omitted concerning equivalents of the 
elements set forth in the claims. Cooke being unskilled, 
relied on his attorney, as stated in his oath, and acted 
promptly when the mistake was discovered. 

It is submitted, in view of the above that the prayer of 
the bill should be granted. 

Respectfully, 

Charles F. Murray, 

Attorney for Appellant. 


Benjamin V. Becker, 
Henry M. Huxley, 
Joseph H. Milans, 

Of Counsel. 
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In the United States Court of Appeals for the 
District of Columbia 

October Term, 1939 


No. 7441 

Booth Fisheries Corporation, appellant 

v. 

Conway P. Coe, Commissioner of Patents, appellee 


APPEAL FROM THE DISTRICT COURT OF TIIE UNITED STATES 
FOR THE DISTRICT OF COLUMBIA 


BRIEF AND ARGUMENT FOR APPELLEE 


STATEMENT OF THE CASE 

Appellant. Booth Fisheries Corporation, owner of Cooke 
patent No. 1,614,455 dated January 18, 1927, seeks by a reissue 
application filed July 11. 1936, to obtain claims which appel¬ 
lant copied from four Birdseye and Barry patents issued in 
1930 and 1931 and which have been consistently refused by 
the lower court and the tribunals of the Patent Office. These 
claims cover the quick-freezing procedure and apparatus ac¬ 
quired by General Foods Corporation in 1929 and employed 
by it in the preparation of its well-known Birdseye foods. 

The position of the Patent Office is that the reissue is not 
justified because the Cooke disclosure does not support these 
claims; because the delay of more than nine years in seeking 
to reissue the patent deprives Cooke of any right to obtain 

(l) 
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such claims; and because there was no such inadvertence, acci¬ 
dent. or mistake as is required by statute and no special cir¬ 
cumstances to excuse the delay. 

Inasmuch as an unfounded charge of “negligence” and 
“costly and inexcusable” mistake by the Patent Office is joined 
with a charge of fraud by Birdseye to excuse the long delay 
the contentions of appellant require careful consideration. 

A brief preliminary survey of the facts of record, which 
show the role played by the respective inventions of the Cooke, 
Birdseye, and Barry patents in the development of the art of 
1 freezing foods, demonstrates that the action of the Patent 
Office was correct in not citing the Cooke patent against the 
Birdseye and Barry applications and that there was no fraud. 
These facts also show the significance of the differences be¬ 
tween the claims here involved and those of the original Cooke 
patent. 

The record shows that these inventions had their origin in 
the freezing of fish; and that although Birdseye was prior to 
Cooke in this field, neither Birdseye nor Cooke was the first 
1 to quick-freeze fish. Plaintiff’s Exhibit 4, written in 1927 by 
Dr. Taylor, then Vice President of Atlantic Coast Fisheries 
Company, appellant’s predecessor in title to the Cooke patent 
(R. pp. S9. 90), describes a submerged can apparatus (Birds¬ 
eye patent No. 1,511,824, October 14. 1924) which was used 
by Birdseye early in 1924 (R. pp. 93, 95). The main features 
of this apparatus had previously been used in the Petersen 
system (R. p. 90) which likewise involved the use of sub¬ 
merged cans. 

Birdseye’s venture went into receivership in 1924 (R. p. 93) 
and his mailing list was taken over by Atlantic Coast Fisheries 
Company (Cooke’s employer) wffiich carried on Birdseye’s 
business, apparently using the Taylor brine spray procedure 
and apparatus described in the Taylor booklet, Plaintiff’s Ex¬ 
hibit 4 (R. pp. 85, 92, 93). As indicated by the description 
in Plaintiff’s Exhibit 4, difficulty was experienced with leakage 
of brine into the various types of cans and molds used in this 
procedure, and Cooke was called upon (R. p. 75) to design a 
more satisfactory machine for the same purpose. Cooke’s 
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efforts resulted in the apparatus shown in his patent No. 
1,614.455 here sought to be reissued. 

As described in Plaintiff’s Exhibit 4 (R. pp. S5-86) this 
apparatus was adapted for freezing blocks of fillets “after the 
manner of Birdseye” and was “somewhat complicated and 
perhaps more expensive to construct than some of the others,” 
such as the earlier can immersion and brine spray systems and 
the Kolbe system employing a stack of pans (Pltf’s Ex. 4, p. 
605). Cooke substituted the circulation of brine through hol¬ 
low walls as suggested by Hesketh and Marcet (Footnote. R. 
p. 85) for immersion of cans or pans in brine as practiced by 
Birdseye. Petersen, and Kolbe and thereby avoided the brine 
leakage encountered in the Taylor spray apparatus. In all 
other respects, however, Cooke’s procedure had the same 
limitations as the Birdseye and Petersen can methods and the 
Kolbe pan method. The product was designedly the same 
that Birdseye had previously obtained and like it was wrapped 
and packed in insulated shipping cases after it was frozen. 

The Birdseye and Barry inventions of the four patents here 
involved, while belonging to the same art of quick-freezing 
foods, differ fundamentally from the procedures and apparatus 
referred to above. Whereas Cooke carried forward the early 
practice of the art of freezing blocks of fish in metal cans or 
containers, as exemplified by Birdseye’s own earlier can system 
and the Kolbe pan system, Birdseye departed from this prac¬ 
tice and advanced to the procedure of freezing packaged foods 
between plane metallic surfaces comprising belts in patents 
Nos. 1,773.079 and 1,773,081 and plates in patents Nos. 1,822,- 
121 and 1 ? S22,123. 

This procedure eliminated the use of cans, pans, and con¬ 
tainers and the need for thawing the frozen blocks loose from 
the containers and subsequent dumping to remove the blocks. 
On the contrary the packages of food to be frozen were in¬ 
troduced between and discharged from the plane freezing 
surfaces or plates by simple straight-line movement. 

Accordingly the Patent Office saw nothing patentable that 
was common to the Cooke patent No. 1.614,455 on the one 
hand and to the four Birdseye and Barry applications on the 
other hand, and there was no “inexcusable” mistake by the 
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Patent Office in omitting to cite the Cooke patent against 
these applications particularly as the earlier Kolbe patent 
showing a stack of pans or containers was cited. 

1 It appears from appellant’s brief that these Birdseye and 
Barry patents rnd the product thereof are matters of wide¬ 
spread and common knowledge (Brief, pp. 11, 15) and of 
“enormous importance” (B. p. 15) for which General Foods 
Corporation paid a “'vast sum” of money; and that appellant 
(B. p. 28) purchased the Cooke patent in 1936 “with the object 
of asserting it against General Foods Corporation.” There¬ 
upon (R. p. 58) “the discovery of the inadequacy of the 
claims” for this purpose “was made by the attorney for Booth 
Fisheries Corporation.” 

It will appear therefore that the Patent Office made no 
mistake; that appellant is not entitled to the appealed claims 
because of the difference in subject matter, because the ap¬ 
pealed claims cover the Birdseye belt or plate procedure not 
covered by the original Cooke claims, because the several 
appealed claims are alike in the respect that each one omits 
the “container” limitation of the claims of the original Cooke 
patent, because of the long delay of nine years, and because 
there was no inadvertence, accident, or mistake. 

STATEMENT OF POINTS AND SUMMARY OF ARGUMENT 

I 

Every claim in the original Cooke patent No. 1,614,455 was 
limited to a “container” or “containers.” None of the claims 
sought by this reissue application and copied from the Birds¬ 
eye and Barry patents embody this limitation. The Birdseye 
and Barry patents do not disclose “containers” but plane re¬ 
frigerating surfaces in the form of belts and flat plates. The 
appealed claims are broadened, expanded or enlarged to cover 
subject matter not covered by the original claims. There is 
no difference between the several appealed claims in the re¬ 
spect that each omits this “container” limitation. 

II 

The Patent Office rejected the appealed claims on the 
grounds that appellant is precluded by its delay of more than 
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nine years in presenting said claims, and that aside from said 
delay the appealed claims whether admittedly broader or alleg¬ 
edly narrower are addressed to an inventive concept different 
from that disclosed in the original Cooke patent, and that said 
claims are therefore not supported by the Cooke disclosure. 
The trial court held similarly in finding of fact No. 4 (R. p. 
112) and conclusions of law Nos. 6 and S (R. p. 115). 

III 

The Patent Office rejected the appealed claims on the 
grounds that there was no inadvertence, accident or mistake 
and no special circumstances to excuse the delay of more than 
nine years. The trial court similarly held in conclusion of 
law* No. 2 (R. p. 114) and conclusion of law No. 8 (R. p. 115). 

IV 

The charge of fraudulent derivation by Birdseye from Cooke 
through Barry as a special circumstance is not supported by 
the record. Aside from the difference in subject matter of 
the Cooke and Birdseye patents, some of the material state¬ 
ments of Barry are refuted by the record. The trial court so 
held (conclusion of law No. 7, R. p. 115). 

V 

The appealed claims were copied by appellant from the 
Birdseye and Barry patents more than five years after said 
Birdseye and Barry patents issued in 1930 and 1931. Appel¬ 
lant is not entitled to said appealed claims, and any right of 
appellant to broader or different claims from those appearing 
in the original Cooke patent was abandoned to the public by 
appellant’s undue delay of more than nine years. The fact 
that said appealed claims appeared in the Birdseye and Barry 
patents affords appellant no relief from its said abandonment 
( Hartshorn, v. Saginaw, 119 U. S. 664 and In re Schroeder , 52 
App. D. C. 67). 

VI 

Appellant charges that the Patent Office in omitting to 
cite the Cooke patent against the Birdseye and Barry appli- 



6 


cations was guilty of a “tragic oversight’’ and made an “inex¬ 
cusable” mistake but admits that it purchased the Cooke 
patent and is seeking by this reissue application to control a 
national industry of “enormous importance” built up by Gen¬ 
eral Foods Corporation on the subject matter of the appealed 
claims for which General Foods Corporation paid a “vast 
sum.” The Patent Office made no mistake and such an effort 
should fail on the record showing. 

I.—SCOPE OF THE APPEALED CLAIMS 

The Cooke patent No. 1.614.455 sought to be reissued is 
directed to a device for quick-freezing blocks of fish by the 
can or “container” method. All of the thirty-one claims of 
this original Cooke patent are expressly limited to the “con¬ 
tainer” or “containers.” None of the appealed claims embodies 
this “ container ’ limitation. In place thereof they require 
“plates.’’ for the express purpose of covering the Birdseye 
machines and procedure. This departure or broadening of 
the original claims was a ground of rejection in the Patent 
Office and the District Court. 

It is admitted by appellant that appealed claims 32. 34. 37- 
44. 52-57 and 59 “are all broader in scope than any of the 
claims of the original patent.” It is. however, contended that 
claims 46-49 and 51 are all “narrower in scope than certain 
of the claims of the original patent.” This is incorrect. All 
of the five alleged narrower claims 46, 47, 4$, 49. and 51 in¬ 
clude the requirement of “plates” except claim 49 that requires 
a “pair of cooperating heat conductive members similarly 
shaped and mounted for relative vertical movement to engage 
and press between them products of various dimensions.” 
This means the belts or plates used by Birdseye between which 
“products of varying dimensions” may be refrigerated, which 
is not the case in the container or pot method of Cooke. 

There is no difference between the admittedly broader 
claims and the allegedly narrower claims in the respect that 
all of them omit the “container” limitation and are directed 
to the use of “plates.” thus making the allegedly narrower 
claims cover the Birdseye machines and procedure that were 
not covered by the original “container” claims. 
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The Cooke patent discloses a series of superposed nested 
containers, each of which in the series acts as a cover for the 
next lower container. Such a system requires dumping the 
containers after the frozen blocks therein have been loosened 
or defrosted by the application of a warm liquid, such as brine, 
and cleaning the containers, as described in the Cooke specifi¬ 
cation. It is not adaptable for quick-freezing food products 
in consumer cartons, among other things, because of the 
tapered configuration of the containers to permit the dumping 
operation. 

The Birdseye procedure and machines of the four patents 
from which the appealed claims were copied involve the quick- 
freezing of food products between plane metallic surfaces be¬ 
tween which and from which the product is introduced and 
discharged by a simple straight line movement, thus avoiding 
the labor, time, and expense involved in the dumping, defrost¬ 
ing, and cleaning of the containers. This new procedure, as 
described in Birdseye patent No. 1,773,079 (R. p. 24, 1. 87 
et seq.), comprised— 

packing the food in a rectangular carton, * * * and 

squeezing the block between metal plates * * *. By 
squeezing the block between the metal plates, the block 
is compacted, any unevennesses are flattened out so 
that the product presents flat surfaces of substantial 
area immediately juxtaposed against the sides of the 
carton with which the metal plates are in contact. 

As described, the packages were merely placed on the end 
of the lower conveyor at the feed end of the machine (R. p. 
25, 1. 88 et seq.; p. 27, 1. 94 et seq.) and the frozen packages 
were discharged into a chute at the other end of the machine 
(R. p. 28, 1. 14 et seq.). The same description appears in 
Birdseye patent No. 1,773,081. 

Barry patent No. 1,822,121 and Birdseye et al. patent No. 
1,822,123 disclose plane freezing surfaces in the form of plates 
or slabs instead of belts. Patent No. 1,822,121 states (R. p. 
4S, 11. 31-33) that the construction of the apparatus must— 

facilitate the presentation of the unfrozen product and 
the removal of the frozen product, 

199001 — 39—2 
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and that opposite sides of the plates are left free so that (R. 
p. 48.11. 74-78) 

free and unobstructed space is provided on two sides 
of the apparatus. The product may thus be presented 
and removed from the same side or passed across the 
apparatus. 

See also claim 12 of patent No. 1.822.121 and patent No. 1.S22,- 
123. page 1. lines 30-33 (R. p. 54) and page 2, lines 60-6S (R. 
p. 55). 

The procedure and machines of the Birdseye patents require 
neither defrosting nor dumping. In addition, the Birdseye 
devices are adaptable without alteration to the quick-freezing 
of products of varying thicknesses. It would appear from the 
claims of the Birdseye patents that Birdseye was the first to 
quick-freeze foods packaged in the cartons that are delivered 
to the consumer. 

It is apparent that the lower belt of the Birdseye belt ma¬ 
chine (patents Nos. 1.773.079 and 1.773.0S1) on which the 
cartons rest is not a “container” and that the upper belt is 
not a “cover;” and similarly in the Barry structure of patent 
No. 1.S22.121 and the Birdseye and Hall patent No. 1.S22.123 
the plate on which the cartons rest is not a “container” and 
the refrigerating plate that engages the top of the carton is 
not a “cover.” 

In view of the fact that all of the thirty-one original claims 
in the Cooke patent were limited to a “container” machine 
and in view of the fact that all of the reissue claims omit this 
“container” limitation, neither the Patent Office nor the lower 
court made any distinction between the admittedly broadened 
reissue claims and the allegedly narrower reissue claims. All 
of these claims were broadened, enlarged or changed to include 
the Birdseye machine and procedure within their scope. 

! A claim is broadened or enlarged if it is modified to cover 
Something not covered by the original claims, even though the 
claim is limited in other respects (Fox v. Corona, 282 F. 506). 
Such a claim is not allowable unless readable on the disclosure 
and seasonably presented; and this is so whether the claim is 
presented in an original application (Hestonville et al. v. 
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McDuffee et al., 185 F. 798, 802, 803, C. C. A. 3), a divisional 
application ( Webster v. Splitdorf, 264 U. S. 463) or a reissue 
application ( Hartshorn v. Saginaw, 119 U. S. 664; In re 
Schroeder, 52 App. D. C. 67). The real test is whether the 
added claims would be infringed by something which was not 
an infringement of the original claims of the patent; and such 
a test in the present situation reveals that the appealed claims 
have this vice. 

It is, therefore, apparent that all of the appealed claims 
have the same vice of omitting the “container” limitation and 
substituting the different “plate” cencept to cover the Birdseye 
machines and procedure; and that there is no difference be¬ 
tween the several appealed claims, whether admittedly broader 
or allegedly narrower in this respect. 

II.—GROUNDS OF REJECTION 

Appellant states (B. pp. 21, 22) that the Patent Office tribu¬ 
nals agreed only on the point that the reissue should be re¬ 
fused, but did not agree on the reasons; and states that the 
Primarv Examiner’s reason for refusal of the claims was the 
“delay in copying the claims” and that the Primary Examiner 
entirely disregarded the “narrower” claims. 

The fact is (R. pp. 63, 64) that the Primary Examiner not 
only rejected the claims on the ground of the delay and the 
lack of inadvertence, accident or mistake, but definitely stated 
that— 

The invention of applicant’s [Cooke’s] patent as 
claimed is concerned with stacking product con¬ 
tainers having hollow walls on each other so that one 
forms a cover for the one below it * * *. 

The concept of the claims copied from the various 
patents [Birdseye and Barry] has to do simply with 
freezing the products between two flat plates. 1 

and that applicant was not entitled to the allowance of any 
claims “broad enough to cower the disclosures in the patents 
from which the claims were copied.” 


1 Italics added throughout unless otherwise indicated. 
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While the Board in its main decision (R. pp. 64, 65, 66) 
emphasized the long delay and absence of any special extenu¬ 
ating circumstances, in its decision on the petition for rehear¬ 
ing (R. pp. 66, 67) it addressed itself specifically to applicant’s 
contention that “certain of the claims appealed were not 
broader than those of the Cooke patent.” It discussed the 
limitations of the claims of the original patent to a “double- 
walled container” and the alleged narrower claims to the 
“plate” concept and stated: 

The terms cooperating plates having brine passages 
therein and normally approaching each other are ap¬ 
plicable to much broader structures than a double 
walled container and a double walled cover each 
mounted to move relative to the other, as in claim 16 
of the original patent. 

and then stated: 

It is considered immaterial that these appealed claims 
have other narrowing limitations since they are broad¬ 
ened in a different respect [“plate” for “container”] 
whereby it serves to bring within the monopoly after 
many years a structure which otherwise would have 
been free. (Citing Fox Typewriter Company v. Co¬ 
rona Typewriter Company, 282 F. 506, C. C. A. 6.) 

and it concluded with the following rejection of appellant’s 
contention: 

In view of the doctrine set out in this case, it is con¬ 
sidered that the suggestion of certain claims being more 
limited than claim 16, for example, of the original 
patent is in error. 

The District Court in its Findings of Fact and Conclusions 
of Law (R. pp. 112, 113, 114, 115) foupd that the container 
invention of Cooke was different from the plate concept of 
Birdseye (R. p. 112, Finding 4) and in Conclusion of Law No. 
6 (R. p. 115) expressly found that aside from the undue delay 
the appealed claims covered— 

subject matter different from that covered by said 
[Cooke] patent. 
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Appellant therefore erroneously contends (Brief p. 26) that 
its “right of reissue on the narrower claims” was not consid¬ 
ered by the District Court. 

The wide difference between the concept of Birdseye in 
quick-freezing between plane metallic belts or plates and the 
quick-freezing of Cooke in the double-walled containers was 
thus not only recognized by the Patent Office and the District 
Court but is further emphasized by Plaintiff’s Exhibit 4 in 
which Dr. Taylor describes and illustrates the device and pro¬ 
cedure of Cooke patent No. 1.614.455 that his Company then 
owned. This publication is referred to in Cooke’s amended 
oath No. 1 (R. p. 60), Cooke’s amended oath No. 2 (R. p. 62) 
and is reproduced on pages S5 and S6 of the Record. It is 
important as a contemporary document written by the owner 
of the Cooke patent in the same year that patent issued. 

Dr. Taylor did not refer to the pots as “containers” but as 
“pans” and “cans.” for freezing “after the manner of Birdseye.” 
Dr. Taylor stated that the Cooke “cans are nested or stacked” 
for freezing (R. p. 85) and on page 86 detailed the manner in 
which the blocks of fish in the pans or cans are loosened by the 
circulation of warm calcium chloride brine, after which the cans 
are turned upside down and dumped; after which the warm 
brine is forced out. the cans or pans are reloaded while upside 
down, the cans or pans are then reversed and stacked, and the 
cold brine is then circulated for the freezing operation. The 
picture on page 86 of the Record shows at the left some of the 
pans, cans, or containers in an elevated position and on the right 
in the stacked or nested position. Dr. Taylor stated (R. p. 94) 
that only two of these devices were built which suggests the 
reason for the sale of this patent to appellant after Atlantic 
Coast Fisheries had owned it for more than nine years. The 
description appearing in Plaintiff’s Exhibit 4 conforms to the 
description appearing in the Cooke patent. 

Appellant’s contention that the “containers” of the Cooke 
structure are really plates or “concavo-convex plates” entirely 
avoids the legal consideration that things are the same only 
when they function in the same way through the same prin¬ 
ciple to secure the same result. It is the position of the Patent 
Office that in this art and in the face of the Cooke disclosure 
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the word “container” means precisely what it says in the 
patent, being synonymous with the “pan” or “can” designa¬ 
tion of Dr. Taylor in the Bureau of Fisheries Document No. 
1016, Exhibit 4. 

Appellant reasons that it is entitled to the “plate” claims 
and that a “container” is really a plate by stating (Brief, p. 
32) that “a flat-top desk may be said to contain writing im¬ 
plements, books, papers, etc.” By this same reasoning it 
might have maintained that the tracks on a roadbed may be 
said to contain a locomotive or train; but such looseness of 
expression would not conform to the statutory requirement 
that a patent claim must definitely and distinctly define the 
scope of the invention. 

Nor does a container become a plate (Brief, p. 33) because 
a “small fillet” might be frozen in the container without touch¬ 
ing the side walls of the container. There is nothing in the 
patent or the testimony on behalf of appellant that such a 
useless and uneconomical procedure, having no practical util¬ 
ity, occurred to anyone or was ever performed. Appellant, 
however, argues that if such a procedure were followed “The 
container in the described case is the flat plate.” 

Nor is the suggestion that (Brief, p. 33) one could “omit 
the side walls” of the container and “proceed to freeze fish 
fillets” between the remaining bottoms of the containers sup¬ 
ported by anything in the Cooke patent. 

Nor is the suggestion (Brief, p. 33) that if one wished to 
freeze food products “such as shelled peas or beans, raspberries 
or blueberries” he could omit the side walls of the containers, 
place such products in a “package or packages,” in which event 
the walls of the cartons would correspond to the metal walls 
of the “containers.” 

These arguments with respect to appellant’s right to make 
the appealed claims were considered and denied below. Such 
dn exposition of how the Cooke machine might be converted 
into the Birdseye belt or plate machine and how the Cooke 
machine might be reconstructed to quick-freeze in consumer 
cartons following Birdseye’s disclosures is interesting only in 
showing how strained is the effort of appellant to justify its 


13 


position in this unusual case. If such reconstruction of old 
prior-art machines could be effected to anticipate meritorious 
inventions, and to support claims to dominate devices and 
procedures operating on different principles, few valid patents 
would remain. 

In each instance the tribunal has decided adversely to ap¬ 
pellant’s contention that any of the appealed claims are nar¬ 
rowed, and there has been no “unconscious opposition from 
the very beginning” by any of the tribunals. Further, the 
stated facts indicate why the Patent Office, after citing the 
earlier Kolbe patent, did not cite the Cooke patent against 
the Birdseye applications or declare an interference. In this 
connection the trial court, in Conclusions of Law Nos. 3 and 4 
(R. pp. 114, 115), stated: 

3. The nondeclaration by the Patent Office of an 
interference between the Birdseye and Barry applica¬ 
tions, or any of them, and the Cooke patent No. 1,614,- 
455 was not such inadvertence, accident, or mistake as 
would justify the reissuance of the patent to Cooke 
with claims of the scope of the claims of the patents 
issued on said Birdseye and Barry applications. 

4. The fact that the examiner did not cite the Cooke 
patent No. 1,614,455 during the prosecution of the ap¬ 
plications of Birdseye and Barry which matured into 
patents Nos. 1,773.079. 1,773.081, 1,S22,121 and 1,822,- 
123 does not establish that the examiner did not have 
the Cooke patent before him at the time the claims 
in said patents were allowed. 

III.—APPELLANT’S DELAY IN APPLYING FOR REISSUE 

A consistent ground of rejection by the Patent Office and 
Court is that appellant has not met the requirement of the 
reissue statute (Sec. 4916 R. S., U. S. C., title 35, sec. 64) 
for a showing of inadvertence, accident, or mistake, and has 
shown no special circumstances to excuse the delay of more 
than nine years in applying for the reissue. In Cooke’s orig¬ 
inal reissue oath (R. p. 5S), his amended oath No. 1 (R. p. 
60), and his amended oath No. 2 (R. p. 62), it is stated that 
the— 
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mistake of deponent’s attorney and the inadvertence, 
accident, or mistake of the Patent Office in failing to 
declare an interference— 

between the Cooke patent and the Birdseye and Barry patents, 
and Birdseye’s knowledge of the— 

existence and successful operation of the apparatus 
constructed by deponent according to his said patent— 

were the grounds and special circumstances relied on to justify 
the delayed filing of the appealed claims. 

The only inadvertence, accident, or mistake alleged is that 
of the Patent Office, and that is clearly not sufficient under 
the law. (In re Guastavino, S3 F. (2d) 913, C. C. P. A.) 
The inadvertence, accident, or mistake must be that of the 
patentee and his assignees. The oaths are by Cooke, the 
inventor, and there is not a syllable to explain the delay 
of nine years of the original assignee and the further delay 
of six months of appellant. 

'Appellant now says (Brief, p. 17) that it is not now rely¬ 
ing on the inadvertence, accident or mistake of the Patent 
Office but that: 

We do say that the Patent Office made a mistake which 
was costly and inexcusable in that they did not cite the 
Cooke patent against any of the Birdseye and Barry 
patents that were pending during a period of several 
years; but that is not the mistake contemplated by the 
statute. 

It would thus appear that appellant admits that there was no 
inadvertence, accident, or mistake such as required by the 
statute, but only a “costly and inexcusable” mistake by the 
Patent Office. Accordingly the reissue oaths are not in con¬ 
formity with the statutory requirements. 

Appellant states (Brief, p. 38) that “the real mistake con¬ 
sists in the failure to use some equivalent or more compre¬ 
hensive term than the w*ord ‘container’.” Appellant’s difficulty 
is that Cooke’s “container” invention was a mere limited im¬ 
provement. and any term used to characterize it must neces¬ 
sarily have been within the confines of the invention and 




synonymous with “container.” Dr. Taylor supplies those 
synonyms in Plaintiff’s Exhibit 4 by the terms “pans” and 
“cans.” The suggestion that the “limited vocabulary of the 
attorney” was responsible for the use of the word “container” 
is refuted by Dr. Taylor's use of the synonyms “pans” and 

ic J) 

cans. 

The alleged mistake of deponent’s attorney is not estab¬ 
lished. T * is important to note that the attorney, Mr. William 
S. Pritchard, was not called to testify. Cooke does not say 
that he himself ever examined the patent or ever made any 
investigation to see whether the claims of the Birdseye patents 
would probably read on his disclosure or whether the claims 
of the Cooke patent would read on the Birdseye disclosure, 
nor does he say that his attorney did not follow his instruc¬ 
tions or did not understand his instructions in preparing, filing, 
and prosecuting the Cooke application. The undue delay of 
more than nine years cannot be excused by merely saying that 
the attorney erred in using the word “container.” (In re 
Holland 50 App. D. C. 268). Cooke and the Atlantic Coast 
Fisheries knew the facts and if there is any mistake it is one 
of law. which is insufficient. (In re Starkey, 21 App. D. C. 
519). 

In the Starkey case this Court held that a patentee was 
supposed to know what he had discovered or invented and to 
be able to read his patent correctly, and it was not sufficient 
to charge that the attorney had made mistakes, saying: 

No excuse whatever is presented for the delay, ex¬ 
cept the uncorroborated statement of the applicant 
that he did not know that the claims of his patent 
were as narrow as they proved to be until the fact 
was demonstrated to him by the decision in the suit 
against the Sauder Company. But this mistake, if 
such it was at all. was one of law, not of fact. The 
claims of the original patent are not difficult to be 
understood. 

***** 

It is true that to the ordinary person unacquainted 
with patents the verbiage of the claims and specifica- 
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lions contained in patents is often, perhaps generally, 
unintelligible. But certainly a patentee should know 
what he has discovered or invented and should be 
able to read his own patent correctly. It will not do 
to make the attorney in all cases responsible for mis¬ 
takes. if mistakes there are: for it is a necessity of hu¬ 
man action, as well as of human law. to charge the 
client with responsibility for the action, mistake, or 
inadvertence of the attornev. 

V 

In the Hoiland case this Court affirmed the decision of the 
Patent Office in denying a reissue on the ground that the ex¬ 
cuse for delay of several years was insufficient, the reasons 
given by the applicant being largely that he was ignorant as 
to what the claims of his original patent covered and that 
the attorney had erred in drawing the claims in the manner in 
which they appeared in the patent. The excuse offered is 
the same as that given by the appellant here. 

In Ives v. Sargent. 110 I*. S. 652, 662. the court field a reissue 
void in a situation where the original drawings and reissue 
drawings were the same. The grounds were that there was a 
delay of three years, that there was no inadvertence, accident 
or mistake, that the reissue claims represented a “different in¬ 
vention” and that this added subject matter constituted “new 
matter.” The court said (p. 662): 

In the present case no special circumstances in excuse 
for the delay are alleged. The excuse proffered is 
simply an attempt to shift the responsibility of the 
mistake, as originally made, from the patentee to his 
solicitor: but no excuse is offered why the patentee did 
not discover the negligence and error of his solicitor in 
due time. On the contrary, he assumed, without ex¬ 
amination. that the specification and claims of his 
patent were just what he had desired and intended they 
should be. and rested quietly in ignorance of the error 
and of his rights for nearly three years, and then did 
not discover them until after others had discovered that 
he had lost the right to repair his error by his neglect 
! to assert it within a reasonable time. 
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Appellant labors in stating (Brief, p. 37) that there is an 
uncertainty in the Cooke patent as to— 

whether the attorney’s use of the term “container” 
may not have been intended to relate to the casting as 
a “container” for brine; 

and that this “lack of clarity” would warrant a reissue. The 
contention is refuted by even a casual inspection of the Cooke 
patent. The containers are for the product to be frozen. See 
patent claims 22. 23, 24. 25, and 31 which were introduced by 
amendment and as to which Cooke’s attorney stated during 
the prosecution of the original Cooke patent: 

Newly submitted claims 22-32 inclusive arc drawn to 
define applicant’s invention in its broadest aspects 
* * * and it is believed that he is clearly entitled 

to claims of this scope. 

Patent claims 22. 23. 24. 25. and 31 were in this “broadest 
aspect” group. It is apparent that the “container" was 
directed to the product to be frozen. In claims 22 and 23 the 
“counterbalancing means to retain said container” comprises 
two weights “one to balance the container when empty and 
the other adapted to balance the contents alone” In claims 
24 and 25 is the requirement “each container furnishing a 
cover for the one beneath it;” and in addition claim 25 re¬ 
quires “means permitting the tipping of the topmost container 
to empty the contents therefrom .*’ In claim 31 is the require¬ 
ment of “a pivotal connection between said container and said 
supporting means permitting the tipping of said container to 
permit removal of the contents thereof ” There is accordingly 
no uncertainty as to Cooke's meaning and disclosure. 

The facts of record show that there are no special circum¬ 
stances excusing the delay. The alleged “conflict” and appli¬ 
cation for reissue admittedly originated in the mind of appel¬ 
lant’s attorney more than nine years after the Cooke patent 
had issued and after appellant had purchased it. 

For reasons stated the Patent Office did not and does not 
think there is any conflict, and apparently Dr. Taylor and 
Cooke had the same view because Dr. Taylor visited Glouces- 
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ter and saw the machine and product of Birdseye patent 
No. 1,773,079 in the Fall of 1927 (R. p. 94) while the product 
was on the market in competition with Atlantic Coast Fish¬ 
eries in 1927 (R. p. 99). Appellant’s predecessor in title thus 
had knowledge of the facts for nine years before it sold the 
Cooke patent to appellant in February 1936 without consider¬ 
ing modification of the claims. It was the duty of the owners 
of the Cooke patent., having knowledge of these facts, to 
ascertain their legal implications but there is no showing that 
this was ever done. There is no showing (Brief, p. IS) that 
Birdseye under his various patents sought to “dominate and 
actually prevent the use of the Cooke structure” or that the 
Atlantic Coast Fisheries ever charged that the Birdseye struc¬ 
tures infringed the Cooke patent. If such a showing could 
have been made it is inconceivable that it would not have 
been done. 

Notwithstanding the fact that appellant’s predecessor in 
title admits competition and knowledge in 1927. it is argued 
(Brief, p. 18) that the “delay chargeable to Cookes assignee 
should not begin to be effective until the dates of issue of the 
Birdseye and Barry patents, which were August 12. 1930. and 
September 8, 1931.” This is clearly unsound, but if sound 
even that delay would be approximately five years and a period 
greater than that involved in the case of In re Schroeder , 52 
App. D. C. 67, 68. hereinafter discussed. 

Appellant goes even further, however (Brief, p. 28). when, 
after an unwarranted assumption that some of the appealed 
claims are “narrowed.” it states that: 

The delay to be accounted for is only that which fol¬ 
lows a knowledge or belief that the patent is insuffi¬ 
cient. 

Inasmuch as it does not appear that either Cooke or his em¬ 
ployer had any thought of insufficiency until appellants at¬ 
torney expounded his ingenious theory to them in the Summer 
of 1936 and within thirty days of the filing of the reissue 
application, applicant is really maintaining that there is no 
delay at all and no laches to be accounted for. The cases 
cited by appellant (Brief pp. 2S. 29) had to do with situations 
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in which the claims were really narrowed. They did not deal 
with a situation like the present one where appellant seeks to 
discard the “container’’ limitation of the original patent and 
substitute the “plate” requirement of the Birdseye and Barry 
patents. 

Diamond Drill Co. v. Mitchell, 269 F. 261, C. C. A. 9. cited 
by appellant (Brief, p. 29) is very much in point. Appellant’s 
quotation is, however, inaccurate. The court in holding the 
reissue void for laches said (p. 263): 

The appellant contends that no lapse of time within 
the life of the patent bars an application for a reissue 
in a case where the application narrows the claims, 
rather than broadens them. It is true that some of 
the courts have intimated that lapse of time may be of 
small consequence on an application for reissue, where 
the original claim is too broad. But there is no room 
for the distinction in cases where, as here, other inven¬ 
tors, relying upon the state of the art. have patented 
new inventions and the same have gone into use. 

The court continued (p. 263): 

Said Judge Coxe in Carpenter Straw-Sewing Mach. Co. 
v. Searle (C.C.) 52 Fed. 809 (decision affirmed by the 
Circuit Court of Appeals 60 Fed. 82, 8 C. C. A. 476): 

“If an inventor, holding a patent with a void claim, 
has slept upon his rights for years until other rights 
have become fixed, what possible difference can it make, 
upon principle, whether he invades those rights and 
secures an inequitable advantage by means of a broader 
claim or a narrower claim? The complainant here 
seeks to do by a narrower claim (assuming it to be nar¬ 
rower) precisely what other complainants have vainly 
sought to do by an expanded claim. It cannot be 
doubted that the attempt is as inadmissible in the one 
case as in the other.” 

See, also. Pelzer v. Meyberg (C. C.) 97 Fed. 969, and 
Hoskin v. Fisher, 125 U. S. 217, 8 Sup. Ct. 834, 31 L. 
Ed. 759. 
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The court further said (p. 264): 

Said Judge Sanborn in Buffington's Iron Bldg. Co. v. 
Eustis, 65 Fed. 804. 13 C. C. A. 143: 

“It would be rank injustice to permit a patentee, after 
a combination or device that he did not claim has gone 
into general use. and years after his patent was granted, 
to read that combination or device into one of the claims 
of his patent, and to recover for its infringement of every 
one who has used it on the faith of his solemn declaration 
that he did not claim it.” 

The court concluded with the following statement from Ives v. 
Sargent , 119 U. S. 652, 661. as follows: 

The law imputes knowledge when opportunity and 
interest, combined with reasonable care, would neces¬ 
sarily impart it. Not to improve such opportunity, 
under the stimulus of self-interest, with reasonable dili¬ 
gence. constitutes laches, which in equity disables the 
party who seeks to revive the right which he has allowed 
to lie unclaimed from enforcing it to the detriment of 
those who have in consequence been allowed to act as 
though it were abandoned. 

IV.—ALLEGED FRAUD ON PART OF BIRDSEYE 

There is one additional contention which is repeated through¬ 
out the brief as a special circumstance to excuse the delay of 
nine years in applying for the reissue application, and that is 
the statement that (Brief p. 13) Birdseye fraudulently acquired 
the subject matter of the appealed claims herein from Cooke 
through Barry. All of these claims are to the belt or plate con¬ 
cept. Appellant states (Brief p. 12) that Barry “undoubtedly 
saw in operation Cooke’s first machine [conforming to the 
Cooke patent] built in the latter part of 1925”; and that (Brief 
p. 13): 

The evidence further shows (R. 99) that Birdseye had 
every opportunity to be equally well informed concern- 
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ing the Cooke machine, the issuance of the Cooke patent 
and the issuance of the Bureau of Fisheries booklet No. 
1016 in which the Cooke machine is illustrated and 
described. 

The differences in the principles and modes of operation 
of the Cooke and Birdseye concepts have been hereto¬ 
fore discussed. Inasmuch as this charge of fraudulent de¬ 
rivation is bracketed by appellant (Brief, p. 11) with the 
alleged oversight of the Patent Office in not citing the Cooke 
patent against the Birdseye and Barry applications, it is again 
stated that the position of the Patent Office is that there is 
nothing patentably common between the Cooke structure and 
the Birdseye structures and no disclosure in the Cooke patent 
for rejection of the Birdseye belt or plate claims thereon. 
Accordingly even if it were the fact and even if it were 
established by the record that Barry in 1925 had disclosed to 
Birdseye his knowledge of the Cooke machine this would in 
no way establish the charge of fraud. The Patent Office fails 
to perceive how any disclosure by Barry to Birdseye of a con¬ 
tainer, pan or can device could carry or involve a teaching 
to Birdseye of the belt or plate concept. The latter does not 
grow out of the container concept but is a clear departure 
therefrom which appears from appellant’s brief to have been 
responsible for a major and far reaching advancement of the 
practical art. There is no contention that Barry ever saw 
Cooke’s Exhibit 1, a sketch that was promptly abandoned 
(R. p. 79). The contention of fraudulent derivation is with¬ 
out support in the record. 

The testimony of James J. Barry for appellant should be 
noted. With respect to Barry patent No. 1,822,121 which he 
assigned to the Birdseye interests, Barry testified (R. p. 98) 
that he was never consulted by the attorneys with respect to 
the application or claims that were filed and in fact said: 

I didn’t know who they [attorneys] were until I got 
a copy of this patent. 

He also testified with respect to claim 13 of that patent, 
stating that he did not know that such a claim was being 
asked in his application for patent and that he did not think 


he would have signed the application if he had known that 
such a claim was included therein. 

On behalf of defendant there was introduced in evidence, as 
Defendant’s Exhibit 2, a certified copy of the power of attor¬ 
ney filed in the Barry application, which shows on its face 
that Mr. Barry appointed, on August 19, 1929, Mr. Herbert 
W. Kenway, of Boston, as his attorney in application No. 
3S5.3S5, which matured into patent No. 1,822,121. 

There was also introduced in evidence, as Defendant’s Ex¬ 
hibit 3. a certified copy of an amendment filed in said appli¬ 
cation on May 9. 1931, and a supplemental oath signed by 
Mr. Barry on July 15, 1931, in which he swore that the sub¬ 
ject matter of the annexed claims (the patent claims) was 
part of his invention, was invented before he filed his applica¬ 
tion Serial No. 385.385 and had not been abandoned. This 
oath was made before the Consul-General at Halifax. Canada, 
and the list of claims is attached to the oath by a ribbon which 
runs through all the papers and is brought under the consular 
seal. 

In view of these certified copies it is thought that Mr. 
Barry’s testimony is subject to the comment made by Judge 
Clark in a recent decision, namely that something “had either 
jaundiced his recollection or jolted his ethics.” 

It therefore appears that there was no fraudulent or any 
derivation by Birdseye from Cooke. 

V.—APPELLANT'S ABANDONMENT OF RIGHT OF REISSUE 

The original Cooke patent issued in January 1927. The 
Birdseye patents Nos. 1,773.079 and 1.773.0S1 issued August 
12, 1930. The Barry patent No. 1,822,121 and the Birdseye 
patent No. 1.822,123 issued September 8, 1931. The appealed 
claims were copied by appellant from the Birdseye and Barry 
patents more than five years after said patents issued. Ap¬ 
pellant contends that (Brief, p. 19) the limitation of two years 
for the copying of claims from a patent is not applicable to 
reissue applications, where there would be no extension of 
the monopoly, but only to original or divisional applications 
where there would be an extension of the monopoly and the 
public correspondingly injured. 
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Appellant contends that there are no intervening private 
or public rights in the present situation, that the controverted 
subject matter being found in the Birdseye and Barry patents 
is not in the public domain, and that if the appealed “plate” 
claims were granted to appellant the public would benefit by 
the earlier expiration of the Cooke patent. Appellant opens 
its argument (Brief, p. 7) with the statement that the situa¬ 
tion is “an entirely novel situation” and that “no published 
decision is controlling.” 

That there were intervening rights in this case is clearly 
apparent from the testimony presented by appellant and 
from the facts of record in this Court. That testimony shows 
that the business under the Birdseye patent was in existence 
and being carried on extensively during the period between 
the issuance of the Cooke patent to the Atlantic Coast Fish¬ 
eries Corporation in 1927 and the filing of the application for 
reissue by appellant, assignee of that corporation in 1936. 
Appellant states in its brief the “vast sum” paid by General 
Foods Corporation for the Birdseye patents, the large extent 
of the business and the “vast importance” of the subject mat¬ 
ter. It, therefore, appears that we have not only an unexcused 
delay of nine years in applying for the reissue but appellant 
shows that intervening rights existed during that delay. In¬ 
deed it has been held that after two years intervening rights 
would be presumed ( Porter v. American, 232 F. 456, C. C. A. 6). 

The contention that so far as Cooke is concerned the con¬ 
troverted subject matter is not in the public domain because 
it is found in the Birdseye and Barry patents is not an “en¬ 
tirely novel” situation, and there are published decisions that 
are controlling. This contention is argued throughout appel¬ 
lant’s brief to show that the doctrine of laches is not applicable 
in this case. It is true that the contention has seldom ap¬ 
peared probably because it was completely disposed of and 
ruled adversely to appellant’s contention many years ago in 
the case of Hartshorn v. Saginaw Barrel Company, 119 U. S. 
664. Further, and of particular significance here, is the fact 
that this Court disposed of the matter adversely to appellant’s 
contentions in the case of In re Schroeder, 52 App. D. C. 67. 
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In the Hartshorn case it appears that Hartshorn and one 
Campbell filed applications for patents about the same time, 
through the same attorneys, and the latter thinking that 
Hartshorn was the earlier inventor presented a broad claim in 
his application and a narrow claim in the Campbell applica¬ 
tion, and the patents so issued. It appearing from subsequent 
litigation that Campbell was in fact the first inventor, Harts¬ 
horn purchased the Campbell patent and reissues were granted 
on both patents, the broader claim being put in the Campbell 
reissue. That reissue was sustained by a Circuit Court (18 
F. 92) on the theory that an honest mistake had been made 
and that when the mistake -was discovered it was corrected 
by a simple exchange of claims; and that under these circum¬ 
stances the lateness of the applications for reissue was ex¬ 
plained and no one had been injured. The Circuit Court 
said: 

The defendants argue that if we look at the Campbell 
patent alone, he would seem to have neglected for 10 
years to enlarge his claim. This is true; but the public 
i were not injured, for the same claim was found in the 
patent of Hartshorn. The invention was not thrown 
open to the public—was not abandoned. 

When, however, the case came before the Supreme Court 
of the United States the Court disagreed entirely with this 
conclusion, stating: 

We are not satisfied, however, with either this reason¬ 
ing or the conclusion. Campbell’s acquiescence in 
• Hartshorn's claim must be regarded, so far as he is 
concerned, as an abandonment of any right on his part 
to a patent for the same invention, and. having delib¬ 
erately rested in that acquiescence for a period of be¬ 
tween nine and ten years, it is too late, according to 
the settled course of decisions in this court, to resume 
his rights. It is, accordingly, no answer to this view 
to say that, in the meantime, the invention was not 
dedicated to the public by Campbell's abandonment, 
because it was covered by Hartshorn’s claim; for, ac¬ 
cording to the supposition. Hartshorn’s was a false 
claim, and though it may not be regarded as fraudulent. 
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but founded upon an honest mistake, nevertheless the 
validity of his patent must have failed whenever called 
in question and the facts were made known, as they 
did become known, in the suit against Harris. The 
mutual mistakes of the two parties cannot be considered 
as correcting each other. Hartshorn claimed an inven¬ 
tion to which he now confesses he was not entitled, and 
for that reason his original patent was invalid. Camp¬ 
bell contented himself with the narrow claim origi¬ 
nally contained in his patent of 1867, and thereby 
acknowledged that he was not entitled to the broader 
claim which he now asserts under his reissue. He had 
the means and the opportunity at the time the applica¬ 
tion for his original patent was pending to have as¬ 
serted his claim to priority of invention; he chose not 
to do so. He acquiesced in the claim of his adversary; 
he cannot now claim what he then abandoned. 

This decision was rendered by the Supreme Court on Jan¬ 
uary 10, 1887 and completely disposes of appellant’s argu¬ 
ment based on the ground that the new claims presented in 
the reissue application have been copied from patents. Ap¬ 
pellant argues that this decision can be differentiated (Brief, 
p. 14) because there the mistake was admitted whereas here 
Birdseye admits no mistakes but asserts that his patents are 
good. Obviously that case did not turn on such a point as 
shown by the reversal of the lower court. 

The same question does not appear to have been the basis 
of a court decision until the matter came before this Court 
in 1922 in the case of In re Schroeder, 52 App. D. C. 67, 68. 
In that case which was for a reissue it appeared that thirty- 
nine out of forty-six claims had been copied from patents. 
The application for reissue was filed over four years after the 
issue of the original patent. This Court said that: 

where, as here, more than two years have elapsed be¬ 
tween the issue of the original patent and the filing of 
the reissue application, abandonment will be presumed, 
unless the delay is accounted for or excused by special 
circumstances. 
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After citing a number of Supreme Court decisions on the 
question of delay in filing reissue applications, this Court 
quoted from its own decision in In re Starkey, 21 App. D. C. 
519, as follows: 

we must now regard the law as well settled by the 
Supreme Court of the United Stated States, that, after 
the lapse of two years after the issue of a patent, a 
reissue which seeks to enlarge the claims of the original 
patent will not be granted, or if granted will be held 
invalid, unless special circumstances are shown to 
excuse the delay. 

The Court in the Schroeder case then referred to appellant’s 
contention as follows: 

Appellant contends that we are not at liberty to con¬ 
sider the effect of intervening patents or pending appli¬ 
cations, but only rights as between himself and the 
public; and. since no rights have inured to the public, 
because of intervening patents embracing the claims 
here involved, the limitation of the statute is without 
application to this case. 

It Will thus be seen that the contention in the Schroeder case 
is precisely the contention here made by appellant. The 
Court disposed of the matter adversely to Schroeder as follows: 

After the lapse of two years from the issue of appellant’s 
patent, the public had a right to use whatever had not 
been claimed. Appellant’s dedication to public use of 
whatever was unclaimed in his invention inured to the 
public, and the mere fact that intervening patentees 
claimed the abandoned matter, and thereby prevented 
the public from entering and enjoying the fruits of 
appellant’s abandonment, affords him no relief. 

And then, after stating that the property right in a patent 
was purely statutory and that whenever a patent fails there is 
no remaining property right, this Court said: 

If the public is estopped by the claims of others, it is 
no concern of the one who had suffered a statutory for¬ 
feiture. It is the fate which the law inflicts for failure 
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to claim the invention within the statutory time, irre¬ 
spective of what others may have done during the period 
of delay. The effect of their operations upon the right 
of the public to avail itself of the delay and consequent 
abandonment in no respect alters appellant’s status or 
weakens the presumption of abandonment to the public. 
Appellant’s situation, therefore, is not different from 
what it would have been, had no patents, containing the 
claims of the present issue, intervened. 

Appellant does not refer to or discuss In re Schroeder, which 
was briefed and argued below, probably for the reason that it 
is controlling here and unanswerable. 

Regardless then of whether Cooke might have originally 
claimed the controverted subject matter, which is denied for 
the reasons heretofore given, this Court has definitely ruled, 
following the Hartshorn case, that abandonment in such a situ¬ 
ation is present and not affected by the presence of intervening 
patents. 

The decision of the Patent Office in Ex parte Hiett, 1907 
C. D. 33, is not in point. Hiett, unlike Cooke, acted promptly 
and instructed his attorneys to prepare a reissue the next year 
after his original patent issued. While the work of preparation 
was in progress, the Felt patent issued after Felt had filed an 
affidavit containing a clear misrepresentation of the facts. 
The reissue application was then withheld until the misrepre¬ 
sentation was discovered, after which it was promptly filed. 

The Commissioner said that— 

To hold that his [Hiett’s] inaction prior to that time 
worked a forfeiture of his right to a reissue patent 
would have the effect of enabling Felt to profit by the 
misleading statement made in his affidavit. Under 
these circumstances the precise length of the delay 
in applying for a reissue is thought to have no bearing 
on the rights of the reissue applicant 

Furthermore, that decision, under any circumstances, could be 
no authority for a ruling in this case in conflict with the de¬ 
cisions in Hartshorn v. Saginaw Barrel Company, supra, and 
In re Schroeder, supra. 
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It is not deemed necessary to comment at length upon 
plaintiffs argument based upon the line of decisions beginning 
with Miller v. Brass, 104 U. S. 350. or upon the specific argu¬ 
ments based on the decision of this Court in Chapman v. 
Beede, 54 App. D. C. 209. These decisions merely strengthen 
the Patent Office ruling that the granting of the reissue of 
the Cooke patent was barred by laches. 

Insofar as any exception may be urged under the theory of 
Chapman v. Beede, it is sufficient to say that it has no appli¬ 
cability here since it did not relate to a reissue application 
where it was encumbent upon the applicant to overcome the 
presumption of abandonment by the issuance of his patent 
without the enlarged claims. Further it appeared that Beede’s 
“earlier application would have matured into a patent carry¬ 
ing claims of the same scope.” Certainly there is no indication 
in Chapman v. Beede that the Court meant to reverse its de¬ 
cision in In re Schroeder or to decide counter to the decision 
of the Supreme Court in Hartshorn v. Saginaw. 

VI.—COOKE PATENT NOT A PERTINENT REFERENCE AGAINST 

BIRDSEYE APPLICATIONS 

I 

The extravagant charges and contentions of appellant are 
in sharp contrast to the facts of record. As heretofore noted, 
the omission of the Patent Office to cite the Cooke patent 
against the Birdseye and Barry applications or to declare an 
interference is variously stated to be “negligence,” “tragic 
oversight” or “costly and inexcusable mistake” which, with an 
unsupported charge of fradulent derivation, are presented in 
support of the appealed claims. 

Appellant admits knowledge of the facts as early as 1927 
and the purchase in February 1936 of the Cooke patent from 
Atlantic Coast Fisheries (Brief, p. 28) “with the object of 
asserting it against General Foods Corporation,” evidently in 
an effort to appropriate a great and growing business to 
which it pays tribute in its brief. So admitting, it further 
states (Brief, p. 15) that “the General Foods Corporation, the 
present holder, had paid a vast sum of money for the patents,” 
and it appears from the decision of Justice Bailey of the Dis¬ 
trict Court of the United States for the District of Columbia, 
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in U. S. v. Armour (the Packers Consent Decree Case) that 
this sum was in excess of $20,000,000.00. 

The business of General Foods Corporation in the subject 
matter of the appealed claims appears to be of national scope; 
and the extent of this business is suggested by appellant’s 
statement (Brief, p. 11) that— 

In almost any high grade market one may obtain a 
package of meat, fish, or vegetables put out under the 
label of Frosted Foods. Inc. [formerly a subsidiary of 
General Foods Corporation and now merged therewith], 
and will find on the package a notice of preparation 
under one or more of the patents here in question. 

The “enormous importance” of the subject matter sought 
to be appropriated by appellant after nine years of knowledge 
and laches by its predecessor in title is to be considered as a 
background for the unfounded charges of “inexcusable” mis¬ 
take by the Patent Office and “fraudulent” derivation by 
Birdseye. 

Aside from the controlling effect of Hartshorn v. Saginaw , 
supra, and In re Schroeder, supra, the fact that for nine years 
there was no recognition or claim by Cooke or Dr. Taylor or 
anyone who testified for appellant that there was any conflict 
between the Cooke patent and the Birdseye and Barry patents 
merits a denial of the appealed claims to appellant. Con¬ 
fessedly (R. p. 58) the alleged conflict was discovered by ap¬ 
pellant’s attorney who has been unable to convince any of the 
three tribunals that there is a conflict. His brief significantly 
states with respect to the alleged “narrower” claims that (Brief, 
p. 3) “we have encountered great difficulty in obtaining a 
recognition of that distinction,” and (Brief, p. 22) that— 

It is unfortunate that in the bare statement of the case, 
the facts tend to predispose the tribunal against the 
petitioner, since in such a statement the facts that dis¬ 
tinguish the case from earlier cases cannot be empha¬ 
sized. Thus the petitioner must overcome an uncon¬ 
scious opposition from the very beginning. 

The difficulty with appellant’s position is that the admit¬ 
tedly broader and- the allegedly narrower claims are alike in 
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that all of them omit the “container” limitation; and appel¬ 
lant is striving to read into the Cooke patent the Birdseye 
conception which is not present therein. It appears that this 
Birdseye conception and not Cookes is the seed from which a 
subject matter of “enormous importance” has sprung and 
which appellant seeks to appropriate. Further the appealed 
claims would be improper in the Cooke reissue application and 
w’ould not mean the same thing in the Cooke disclosure as in 
the Birdseye patents. In the Cooke patent they -would re¬ 
present a departure from Cooke’s invention. The effort of 
appellant is a bold one. but for the reasons stated should not 
succeed. 

CONCLUSION 

This Court stated in Abbott et al. v. Coe, 43 U. S. P. Q. 
267. 269 (decided November 20, 1939). that: 

The presumption that the Patent Office is right is 
reenforced, in the present case, by the presumption that 
the trial court is right. “Under the rule settled in this 
jurisdiction, while we are not absolutely bound by a 
chancellor’s findings of fact, we do not disturb them on 
appeal unless upon an examination of the evidence 
they are clearly wrong.” Hazen v. Hawley, 66 App. 
j D. C. 266, 271, $6 F. 2d 217, cert, den., 299 U. S. 613. 
The situation here is closely analogous to that in which 
the Supreme Court has said: “The two courts below 
are in agreement as to the inferences fairly to be gath¬ 
ered from the facts, and their findings are not to be 
disturbed unless clearly erroneous.” United, States v. 
Commercial Credit Co., Inc., 2S6 U. S. 63, 67, 52 S. Ct. 
467, 76 L. Ed. 978. 

The decree below should be affirmed. 

W. W. Cochran. 

Attorney for the Appellee. 

January 1940. 


APPENDIX 


Sec. 4916. (U. S. C., title 35, sec. 64.) Whenever any 
patent is wholly or partly inoperative or invalid, by reason of 
a defective or insufficient specification, or by reason of the 
patentee claiming as his own invention or discovery more than 
he had a right to claim as new, if the error has arisen by in¬ 
advertence, accident, or mistake, and without any fraudulent 
or deceptive intention, the commissioner shall, on the sur¬ 
render of such patent and the payment of the duty required 
by law. cause a patent for the same invention, and in accord¬ 
ance with the corrected specification, to be reissued to the 
patentee or to his assigns or legal representatives, for the un¬ 
expired part of the term of the original patent. Such sur¬ 
render shall take effect upon the issue of the reissued patent, 
but in so far as the claims of the original and reissued patents j 
are identical, such surrender shall not affect any action then 
pending nor abate any cause of action then existing, and the 
reissued patent to the extent that its claims are identical with j 
the original patent shall constitute a continuation thereof and 
have effect continuously from the date of the original patent. 
The commissioner may, in his discretion, cause several patents | 
to be issued for distinct and separate parts of the thing * 
patented, upon demand of the applicant, and upon payment of 
the required fee for a reissue for each of such reissued letters 
patent. The specifications and claims in every such case 
shall be subject to revision and restriction in the same man¬ 
ner as original applications are. Every patent so reissued, 
together with the corrected specifications, shall have the 
same effect and operation in law, on the trial of all actions j 
for causes thereafter arising, as if the same had been originally 
filed in such corrected form; but no new matter shall be in¬ 
troduced into the specification, nor in the case of a machine 

( 31 ) 




32 


patent shall the model or drawings be amended, except each 
by the other; but when there is neither model nor drawing, 
amendments may be made upon proof satisfactory to the com¬ 
missioner that such new matter or amendment was a part of 
the original invention, and was omitted from the specification 
by inadvertence, accident, or mistake, as aforesaid. 
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